i 
fn the United States Circuit Gourt 


KOR THE DISTRICT OF bee 9 


New Ene rand PuonoGkarH Company und 
AMERICAN GRAPHOPHONE CoMPANyY, 


? Complainants, 
vs. ; 
In Equity. & 767.79 
ots ON G07 4- Conegpasceg 
Defendant. 
3 . 
Bill of Complaint. . 


To the Honorable the Judges of the Circuit Court of the United States for the Dis 
trict of Hse seleeel 


The New England Phonograph Company, a corporation duly organized and exist- 
ing under the laws of the State of Maine, and having its principal office at Gardiner, ‘ 
in the State of Maine, and the American Graphophone Company, a corporation duly 
4+ organized and existing under the laws of the State of West Virginia, and having its 
principal office at Washington, in the District of Columbia, a this, their bill of 
complaint, against j= td a: a cornet 


C \ 

And thereupon your orators complain and say that Chichester A. Bell and Sumner 
Tainter, then of Washington, aforesaid, were the original, first and joint inventors 
of certain new und useful improvements in cecording and reproducing speech and 
other sounds, which were not known or used in this country, or patented or. de. 

6 scribed in this or any foreign country prior to their invention thereof, and which 
had not been in public use or on sale in the United States for more than two years 
prior to their application for Jetters patent therefor. . ° 


Il. 


That on that 27th day of June, 1885, the said Chichester A. Bell and Sumner 
Tainter made application in due form of law to the Commissioner of Patents for the 
grant of letters patent of the United States for the said invention, and then and 
there fully complied inall respects with the provisions and requirements of the 
laws of the United States in such case made and provided. 
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Ht. 


That, dne proceedings being had upon said application, upon the 4th day of May, 
1886, letters patent of the United States, in due form of law, were issued and deliv- 
ered to said Chichester A. Bell and Sumner Tainter in the name of the United States, 

. under the seal of the Patent Office, and signed and countersigned respectively by the 
proper officers of the United States, and numbered 341,214, granting to said Chichester 
A. Bell and Sumner Tainter, their heirs or assigns, for the term of seventeen years 
from said 4th day of May, 1886, the full and exclusive right to make, use and vend 

_the said invention throughout the United States and the Territories thereof, as by 


x feference to said letters patent, or a duly anthenticated copy thereof, here in Court to 


9 


10 


11 


12 


be produced, will more fully and at large appear. 


IV. 


That the said Sumner Tainter was further the original, first and sole inventor of a 
certain new and useful improvement in apparatus for recording and reproducing 
sounds or sonorous vibrations, not known or used in this country, or patented or 
described in any printed publication in this or any foreign country, prior to his in- 
vention thereof, and not in pnblic use or on sale in the United States for more than 
two years prior to his application for letters patent therefor. 


Vv. 


That on the 4th day of December, 1885, said Sumner Tainter made application in 
due form of law to the Commissioner of Patents forthe grant of letters patent for the 
United States for said invention, and then and there fully complied in all respects 
with the requirements and provisions of the laws of the United States in snch case 
made and provided. ; 


Vi, 


That due proceedings upon said applicatiou being had, apon the 4th day of May, 
. 1886, letters patent of the United States were issned and delivered to said Sumner 


Tainter, in the name of the United States, uuder the seal of the Patent Office, signed 
and countersigned respectively by the proper officers of the United States, and num- 
bered 341,28S, granting to said’ Sumner Tainter, his heirs or assigns, for the term of 
seventeen vears from said tth day of May, 1886, the full and exclusive right to make, 
use and vend the said invention throughout the United States and the Territories 
thereof, as by reference to said letters patent, ora duly authenticated copy thereof, 
here in Court to be produced, will more fully and at large appear. 


Viz. 


That the invention or improvements described and claimed in said patent to Sum- 
ner Tainter were designed for and are capable of use conjointiy, and are used con- 
jointly, with the improvements or inventions described and claimed in the patent 
aforesaid of Bell and Tainter in recording and reproducing sounds. 


VItl. 


That on the 29th day of March, 1887, said Chichester A. Bell and Sumner Tainter, 
by an instrament in writing, duly signed and delivered, and recorded in the United 
States Patent Office the 22nd day of September, 1887, did give, grant and convey to 
the Volta Graphophone Company, a corporation organized ard existing under the 
laws of the State of Virginia, its successors and assigns, the entire right, title and 
interest in and to said letters patent No. #41,214, granted to them as aforesaid, and 
in and to the inventions secured thereby, as by reference to said instrument or toa 
duly authenticated copy thereof, here in Court to be produced, avill more fully and 
at large appear. 


;: : 


That on the 29th day of March, 1887, said Sumner Tainter by an instrument in 
writing, duly signed and delivered, and recorded in the United States Patent Office 
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the Sth day of April, 1887, did give, grant, assign and convey to the said The Volta 
Graphophone Coinpany, its successors and assigns, the entire right, title and interest 
in and to said letters patent No. 341,288, granted to him as aforesaid, and in and to 
the invention secured thereby, as by reference to said instrament, or a duly anthenti- 
eated copy thereof, here in Court to be produced, will more fally and at large appear. 


xX. 


That on the 2°th day of June, 1887, the said The Volta Graphophone Company, by 
an instrument in writing, duly signed and delivered, did grant to your orator, the 
said American Graphophone Company, the exclusive right and license onder the let- 
ters patent aforesaid, and earch of them, to make, use and vend apparatus for record- 
ing and reproducing. speech and other sounds throughout the United States and the 
Territories thereof, as by reference to said instrument, oraduly anthenticated copy 
thereof, here in Conrt to be produced, will more fully and at large appear; and that 
on the 24th day of January, 1893, the said The Volta Graphophone Company, by an in- 
strument in writing, duly signed, sealed and delivered, and recorded in the United 
States Patent Office the 25th day of January, 1893, did give, grant, assign and con- 
vey to yourorator, the said American Graphophone Company, its suecessors and 
assigns, the entire right, title and interest in and to said letters patent No. 341,214 
and No. 341,288, and in and to the inventions secured thereby, as by reference to 
said instrument, or a duly authenticated copy thereof, here in Court to be produced, 
will more fully and at large appear. 


- xi. 


N 
That your orator, the said Américan Graphophone Company, has been since the date 
of the assignment last mentioned, and is now, the owner of the said letters patent, 
and each of them, and of the rights and privileges secured thereby, and is and has 
been, since the date of the exclusive license described in paragraph ten of this bill of 
complaint, entitled to the exclusive right to make, ase and vend the said inventions 
within the limits aforesaid, except as hereinafter set forth, and has been and is, save 
for the doings of the said defendant and others acting in concert with % in the 
exclusive possession of said rights and privileges, except as hereinafter set forth, and is 
entitled to the exclusive use, benefit and advantages of the said inventions and 
improvements, except as hereinafter set forth. - 


XII. 


That the said inventions and improvements are of great commercial valae and prac- | ~ 


tical atility; that a great public interest has been manifested therein and a large de- 
mand created for apparatus constructed in accordance with or embodying the same; 
that in order to supply this demand and to confer upon the public the advantages 
and benefits of the said inventions, your orator, the American Graphophone Com- 
pany, and its predecessors in title have invested large capital in avsquiring said pat- 
ents and in adapting and perfecting such apparatns, and have at large expense de- 
vised and constructed machinery, tools, appliances aud other accessories necessary 
or usefol in the manafacture of such apparatus, and have employed numerous 


skilled workmen, inventors and mechanics in connection therewith; and that such 


investment has been made and snch expense incurred upon the faith reposed in the 
said letters patent granted by the government of the United States as aforesaid, and 
in the rights and privileges secured thereby. 


* XIII. = 


That on orabout the twelfth day of October, 1888, the North American Phono- 
graph Company, a corporation organized under the laws of the State of New Jersey, 
acting under authority of and agreement with Jesse H. Lippincott sole licensee of 
your orator, the American Graphophons Company, by an instrument in writing under 
its corporate seal granted to yourorator the New England Phonograph Company, with 
the authority, assent and approval of your orator the American Graphophone Com- 
pany, the exclusive license to use and vend the inventions and improvements covered 
by said patents Nos. 341,214 and 341,288 within the States of Maine, New Hampshire 


a 
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ce Massach usetts Rhode Island and Connecticut (commonly known as the 
New England States’) until the respective terminations of the sald patents. By 
virtue of which instrument your onitor, the New England Phonograph Company, be- 
came possessed of the exclusive license to use and vend said inv eutions and improve 
ments in said States during the life of the said patents. Aud your orators have annexed 
to this bill and make part hereof a copy of said instrument marked “Schedule A? 


and beg to refer thereto for greater certginty, if it be found necessary so to do. 


XIV. 


That on or about the twelfth day of October, 1894, your orator, the American 
Graphophone Company, claimed and asserted that the sald license was null &nd void, 
and of no effect as against your orator, the American Graphophone Comp: any 5 sik 
en the twelfth day of October, 1894, filed its bill of complaint in the United States 
Circuit Court for the District of Massachusetts against your orator, the New England 
Phonograph Company, to enjoin it from using or vending any machine or apparatus 
-mabodying or constructed or operating in accordance with the inventions or improve- 
ments covered by said patents Nos. 341,214 and 341,288; that your orator, the New Eng- 
land Phonograph Coinpany, filed a plea to said bill of complaint setting up the exclu- 
sive license granted to your orator, the New England Phonograph Company, as_here- 
inbefore set forth; that a replication was filed to said plea by said complainant and 
proofs taken thereon; that thereupon such proceedings were had in sai@’cause that an 
opinion was filed by the Court establishing the validity of said license, and a final de- 
cree was entered in said canse on the nineteenth day of June 1896, dismissing the 
complainant's bill of complaint upon the merits. And your orators have annexed to 
this bill and make part hereof a copy of the record in said suit, marked ‘Schedule 
B,”’ and beg to refer thereto for greater certainty if it be found necessary so to do. 


XV. 

That the title to said pavents Nos. 341,214 and 341,288 acquired by yonr orator, the 
American Graphophone Company, from th: Volta Graphophone Company on the 
twenty-fourth day of January, 1893, as hereinbefore set forth in paragraph ten of this 
bill, enured to the benefit of your orator, the New England Phonograph Company, 
under its said license hereinbefore set forth. 


XVI. 


That the validity of said patents Nos. 341,214 and 341,288 has been many times 
sustained by decrees of courts of competent jurisdiction; that in a cause in the United 


States Circuit Conrt for the Northern District of Illinois in which your orator, the- 
. American Graphophone Company, was complainant, and Edward H. Amet was de- 


fendant, a decree was made on final hearing sustaining the validityof claims 19, 20, 21, 
22, and 24 of patent No. 341,214, the decision in which cause is reported in 74 Federal 
Reporter, page 7£9; that ina cause in the United States Circuit Court for the Sonth- 
ern District of New York, in which your orator, the American Graphophone Cum- 
pany, was complainant, and Cleveland Walcutt was defendant, a decree was made on 
final hearing sustaining the validity of claims 7, 8, 10 and 17 of patent No. 341,214 and 
claims 1, 4 and 37 of patent No. 341,288, the decision in which canse is reported in 87 
Federal Reporter, page 556; that in a cause in the United States Circuit Court for the 
Southern District of New York, in which your orator, the American Graphophone 
Company, was complainant, and Loring L. Leeds and others were defendants, 2 de- 
cree was made on final hearing sustaining the validity of claims 19, 20, 21, 22, 23 and 
24 of patent No. 341,214, the decision in which canse is reported in 87 Federal Reporter, 
page 873; that in a cause in the United States Circuit Court for the Southern 
District of New York, in which your orator, the American Grapbhophone Company, 
was complainant, and Cleveland Walcutt and Edward F. Leeds were defendants, a de- 
cree was made on final hearing sustaining the validity of the claims of patent No. 341,214 
covering sound records as manufactures, which claims are numbered 7, S, 1°, 12, 17 
and 18; that the decision in said last named cause is not reported. but is referred to 
in tle case of American Graphophone Company vs. Waleutt reported in S86 Federal 
Reporter, page 468; that in a eanse in the United States Cirenit Court for the Sonth- 
ern District of New York, in which your orator, the American Graphophone Com- 
any, was complainant, and the Universal Talking Machine Manufacturing Company 
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a= tee. 25 was defendant, brought to restrain the infringement of patent No. 341,214, Judge La- 
~~ combe on the third day of September 1902, on a motion fora preliminary injunction 
to restrain the defendant from infringing claims 7, 10, 17 and.18 of said patent, “p 
granted an injunction pendente lite restraining the defendant “from directly or indi- 
> rectly making or causing to be made, * * * any disk sound records whose production 
involved the employment of the engraving method of producing the original record or 
’ the ase of the wax-like recording material or engraving apparatus; likewise any inat- 
. rix obtained from such original engraved sound record or from such wax-like original; 
likewise any engraving apparatus, tool or applians»,’’ the decision in which cause 
; has not been reported; and that said decree for preliminary injunction has been af. 
26 firmed by the United States Circuit Court of Appeals for the Secoad Circuit. 
2 XVIL 
> That thesaid defendant and othersacting in concert with ae , Since the grant 
of said Letters Patent, and each of them, and since the date of the exclusive license 
Jast above mentioned, within the said District thir Steed and elsewhere in the 
said New England States, did jointly, wrongfully, unlawfully, and withintentto injure 
your orator, the New England Phonograph Company, and to deprive it of the jnst pvotits 
resulting from using and vending said inventions, have without the license or consent 
of your orator, the New England Phonograph Company. used or caused to be used, 
and sold or cansed to be sold a large number of machines and apparatus for recording 
and reproducing sounds, known as “‘Graphophones and Graphophoue Tablets’ and 
“Graphophone Records,” all containing or embodying or operating in ‘accordance 
- with the said inventions or improvements, substantially as described and claimed in 
the said Letters Patent Nos. 341,214 and 341,288, and each of them, and in infringement 
of the exclusive rights granted to your orator,the New England Phonograph Com- 
pany, as a’oresaid; and that the said defendant , has derived and received, and still 
deriving and receiving, great gains and profits from such unlawful use, but to what 
extent your orators are ignorant and cannot set forth, and threaten to continue such 
infrinzement in the future to a still greater extent. 


27 


28 


7 XVI. 


That each machine or apparatus so used, and sold by the said defendant contains, 
| embodies or operates in accordance with, the inventions or improvements covered by 
| : _both the Letters Patent aforesaid, or material and substantial parts thereof, und espe- 
cially by claims 1, 2, 3, 4, 5, 6, 7, 8, 9, 10, 12, 15, 16, 17, 18, 19, 20, 21, 22, 23, 24, 

27, 30, 31 and 32 of said patent No. 341,214; and by claims 1, 4 and 37 of said patent 
No. 341,288. 


XIX. 


That this bill of complaint is filed at the sole expense of, and for the sole benefit 
of, your orator, the New England Phonograph Company, to enjoin the defendant 
from infringing the rights of your orator, the New England Phonograph Company, 
and to recover the profits and damages to which it is eutitled on account of the wrong- 
~ ” fal doings of the said defendant as hereinbefore set forth; that your orator, the 
American Graphophone Company, is joined as a party complainant because it is the 
‘ owner of the legal title to said patents Nos. 341,214 and 341,288. 


ate xx. 
. 30 Your orators therefore pray as follows: 


(1). That the said defendant may be required by a decree of this Honorable 
‘a Court to account for and pay over to your orator, the New England Phonegraph Com- 
| pany, all such gains and profits as have accrued or arisen, or been earned or received 
| by the said defendant by reason of said unlawful doings of suid defendant , and all 
such gains and protits as would have accrued to yourorator, the New England Phono- 
graph Company, but for the unlawful doiags of said defendant and all damages 
your orator, the New England Phonograph Company, has sustained thereby: and 


(2). That the defendant Soe aka CORES pe Looe far Raymond R. Wile 
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and’ £27 associates, attorneys, servants, clerks, agents and workmen, may be per- - 


petually enjoined and restrained, by a writ of injunction issning out of and under 
the seal tof this Honorable Court, from directly or indirectly, using or causing to be 
used, selling or causing to be sold, within the States of Maine, New Hampshire, Ver- 
mout, Massachusetts, Rhode Tsland and Connecticut, any machine or appacatus eim- 
bodying or constructed or- operating in accordance with the inventions ur improve- 
ments set forth in the two letters patent aforesaid, or either of them; and 


(3). That your Honors will grant unto your orators a preliminary injunction, is- 
suing out of and under the seal of this Honorable Court, enjoining and restraining the 
said defendant and <2 associates, attorneys, servants, clerks, agents and work- 
men to the same purpose, tenor and effect, as hereinbefore prayed for, with regard to 
said perpetual injunction: and : 


(4). That the defendant be decreed to pay the costs ofthis suit: and 


(5). That yonr orators may have such other and further relief as_ the equity of 
the case may require: 


To the end, therefore, tliat the said defendant .may, if 22 can, show why your 
orators should not have the relief hereby prayed for, and may full, true and direct 
answer make, but not under oath, answer under oath being expressly waived, accord- 
ing to the best and utmost of knowledge, information, re- 
membrance and belicf, to the several matters hereinbefore averred and set forth, as 
fully and particularly as if the same were repeajed, paragraph by paragraph, and 
said defendant —_ thereto severally and specifically interrogated, may it please your 
Honors to grant anto your orators a writ of subpena ad ee pape m mae A out 
of, and under the seal of, this Honorable Conrt, directed to said defend i comman 
ing 4@ to appear and make answer to this bill of complaint, and es perform and 
abide by such order and decree herein as to this Court may seem just. 

And your orators will ever pray, etc. 


Solicitor, for Complainants. 


“State of Jutta fever } ss: 


County of 


Lemuel E. Evans being duly sworn, according to law on his oath, says: that 
he is the president of the New England Phonograph Company, one of the complain- 
ants in the foregoing bill named; that he has read said bill of complaint and is famil- 
iar with the facts therein set forth; that the facts therein set forth are true to the 
best of his knowledge and belief. 


“Sr and cies gt this _ | pe = Honmuey 


= -—°day ae, 


Fae, before iy ‘K Pils 


enn 
Eo gpa a 
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Schedule A, 


THIS AGREEMENT made this 12th day of October, A. D., 1888, by and between 
the NORTH AMERICAN PHONOGRAPH COMPANY, acorporation duly organ- 
ized under the Jaws of the State of New Jersey, owning or controlling certain patents 
of the United States of America and the Canadas for inventions of Thomas A. Edison, 
appertaining to what is known as the Phonograph and Speaking Phonograph, and 
acting ander anthority of and agreement with Jesse H. Lippincott, Sole Licensee of the 
American Graphophone Company, a corporation duly organized under the laws of the 
State of West Virginia, controlling certain patents of the United States of America 
for inventions of Alexander Graham Ball, Chichester A. Bell aud Charles Sumner 
Tainter appertaining to what is known as the Graphophone, lessor and licensor, party 
of the first part, and THE NEW ENGLAND PHONOGRAPH COMPANY, a cor- 
poration duly organized under the laws of the State of Maine, lessee and licensee, 
party of the second part. 


WITNESSETH: 


WHEREAS, the lessor and licensor, party of thd first part, owns or controls or has the 
right to use the letters patents of the Cnited States granted to Thomas Alva Edison 


“and ‘numbered as follows: 200,521, 201,760, 213,554, 227,679, 382,414, 382,416, 


382,417, 382,418, 352,419, 382,462, 386,974, respectively, aud the inventions 
covered thereby, and owns or controls or has the exclusive right to use in the United 


“States and Canadas and may hereafter own or control or have the exclusive right to 


use in the United States and Canadas, other inventions of Thomas Alva Edison, which 
are or may be embodied in, or applicable to phonographs or phonographie appliances; 
and a" - 


WHEREAS, the jessor and licensor, party of the first part, acting under anthority of 
and agreement with Jesse H. Lippincott, sole licensee of the American Graphophone 
Company, has the exclusive right to use or let or sell to others tu use in the United 
States the inventions covered by the Letters Patent of the United States granted to 
Alexander Graham Bell, Chichester A. Bell, and Sumner Tainter, numbered 341,212, 
341,213, and the Letters Patent of the United States granted to Chichester A. Bell 


“and Sumner’ Tainter, numbered 341,214, and the Letters Patent of the United States 


granted to Sumner Tainter numbered 341,287, 341,288, and the Letters Patent of 
the United States granted to Charles Samner Tainter numbered 374,133, 375,579, 380,- 
535, respectively, and owns or has the right to use and may bereafter own or have the 
right tv use other inventicns which or may be embodied in or applicable to the 
Graphophone and Graphophonic appliances, which is to be hereafter known and. de- 
scribed and designated as the Phonograph-Graphophone and desires to extend the 
use of Phonographs and Phonograph-Graphophones leased and licensed by it, and 
of appliances therefor under and pursuant to the grant of the exclusive rights to the 
party of the second part herein contained; and 


WHEREAS, the lessee and licensee, party of the second part, desires to obtain such - 
exclusive rights tothe use of Phonographs and Phonograph-Graphophones, and 
for the use of appliances therefor, under lease and license from the lessor and licensor, 
narty of the first part, and to use and snb-let the said instruments and tonse, sell and 
dispose of appliances therefor within the territory hereinafter described under and 
pursuant to the terms, restrictions and provisions hereinafter set forth. 


NOW THEREFORE, for and in consideration of the sum of One Hundred Thonsand 
Dollars, to be paid to the party of the first part by the party of the second part, the 
receipt of which is hereby acknowleged and for other good and valuable considerations, 
and in consideration of the covenants and agreements herein contained and the rentals 
herein agreed to be paid, it is agreed by and between the parties hereto as follows: 


First. The rights hereby granted shall remain in force and this agreement shall cou 
tinne until the 26th day of March, 1903, and for such further period at the option of 
the party of the second part as shall be equal to the time for which the party of the 
first part shall become authorized to grant any exclusive license under any patent or 
patents relating to Phonographs or Phounograph-Graphophones or inprovemBgysnond R. Wile 
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therefor, unless sooner terminated as hereinafter provided, and shall extend and exist 
and be exercised and the instruments and property leas U hereunder shal! be used only 
within the following described territory, namely, the Suites of Maine, New tlampshire, 
Vermont, Massachustetts, Rhode Island, and Connecticnt, U.S. A. And the party of 
the first part hereby covenants and agrees that it will giant no other similar rights or 
any rights for the use of the Phonograph or Phonograph-Graphophone or phono- 
graphic or phonograph-graphophoniec appliances for the foregoing territory or any part 
thereof while this agreement shall remain in force. 


Second. The instrament which has heretofore been knowin or cesignated as the 
“Graphophone,”’ shall at all times and in all dealings, advertisements, agreements and 
business, of the party of the second part be known, designated and described as the 
““Phonograph-Graphophone”’, and the instru:nent heretofore kuown or designated as 
the “*Phonograph,”’ shall continne to be so Known, designated and described. In 
dealing with the public and sub-lessees, the party of the second part shall and will 
at all times offerand show both instruments together with absolute impartiality, leav- 
ing the person or persons with whom it is dealing to make his or.their own selection 
and the party of the second part, its officers, agents and employees shall in no way 
press the introduction of one instrument at the expense of the other, and the commis- 
sions or remuneration to agents, if any shall be employed, shall be the same on each 
instrument. * 


Third. The party of the second part admits the validity of all patents relating to 
Phonographs, Phonograph-Graphophones and appliances therefor now held or which 
may be hereafter held by the party of the first part or under which it may hold 
licenses exclusive in their character or ander which its business may be conducted and 
the validity of its rights under or title thereto and will not dispute the sume or make 
use of, or be interested in, or cause others to make nse of, or be interested in any 
Phonographs or Phonograph-Graphophones or appliances therefor, or any instrument 
of a similar kind not leased, licensed or authorized by the party of the first part or its 
assigus. Provided, however, that the party of the second part may man- 
ufacture or be interested in the manufacture and sale of such phonographic or phono- 


~ graph-graphophonic appliances as may ‘be approved of in writing by the party of the 
_ first part, provided however, that no such authority shall be construed to apply to 


the manafjctare of any ‘articles the right to manufacture which is now or may 
hereafter be vested in the American Graphophone Company, or in the Edison Phono- 
graph Company of New Jersey, or in the Edison Phonograph Works, pursuant to the 
several agreements now existing between the above mentioned parties or either of 


‘them, and toe North American Phonograph Company, and Jesse H. Lippincott, Sole 


Licensee of the American Graphopbone Company, or either of them. 


Fourth. The. party of the first part at the places where Phonograpks or Phouo- 
graph-Graphophones are mannfactured or from its depot of supplies sitnate nearest to 
the general office of the party of the second part, will deliver to the party of the sec- 
ond part, Phonographs and Phonograph-Graphophones and supplies therefor, made 
and to be used under the patents and rights heréin described during the continuance 
of this agreement, and as herein set forth and permitted, and all Phonographs and 
Phonograph-Graphophones and supplies therefor delivered to the party of the second 
part during the continuance of this agresment shall be deemed to be furnished here- 
under. Each of said Phonographs and Phonograph-Graphophones so delivered shall 
remain the property of the party of the first part, and is and shall be hereby leased 
and the use of it licensed by the party of the first part under said patents, and auth- 
ority aforesaid now acquired or which may hereafter be acquired, from the date of 
such delivery upon condition and so long as the rental therefor shall be duly paid to 
the party of the firs€ part as herein provided, and so long as the provisions hereof are 
not violated, but not longer or otherwise, and subject to the terms of this agreement, 
the party of the second part may sublet or make sale of said instruments, as herein- 
after provided. 


Fifth. The party of the secona part shall pay and hereby agrees to pay to’ the party 
of the first part a rental at the rate of twenty dollars per year on and for each and 
every Phonograph and on and for each and every Phonograph-Graphophone delivered 
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9 0 it, payable in equal quarterly payments in advance, said rental to commence for 
each Phonograph or Phonograph-Graphophone on the first day of the first calendar 
month after its shipinent by the party of the first part, and shall cease when and con- 
tinue until the instrument so leased shall be returned into the possession of the 
party of the first part, and a notice by the party of the second part to the party of the 
) first part of ten days in writing to its general office in the City of New York, of its in- 
tention to deliver the said Phonograph or Phonograph-Graphophone, shall be consid- 
ered as a return and delivery of the same into the possession of the party of the first 
_ part. And said rental shall cease also whenever proof shal! be given satisfactory to 
the party of the first part of the destruction of the saine by fire or other accident, be- 

‘ al yond the control of the party of the second part. 


rs Sixth. The party of the second part may sablet the Phonographs and Phonograph- 
Graphophones leased toit by the party of the first part ander this agreement, but 
‘ such subletting shall be sabject to the restrictions and provisions of this agreement 
? @pplicable thereto and shall be under a sub-lease or agreement in writing, the form of 
‘ which shall be approved by the party of the first part, and each and every such sub- 
| lease oragreement shall expressly set forth that the Phonograph or Phonograph- 
} Graphophone so sub-let is the property of the party of the first part, and that the 
! ‘ same is leased arfd licensed under the provisions of this agreement and not otherwise. 
31 And no such sub-lease shall be made forany period less than three months. For each 
_ instrument sub-let, the party of the second part shall charge the sub-lessee rental at 
the rate of Forty dollars per annum —(neither sore nor less) payable in equal qnart- 
erly payments in advance. : 


Seventh. The party of the second part shall keep all instruments leased to it under 
this agreement in good working condition, and to that end shal! keep in its employ 
a sufficient number of persons living at different points in its territory, who while 
acting as agents or solicitors for the party of the second part, shall have sufficient 
knowledge of the instraments to enable them to remedy any slight defect in the work- 

eh 52 ing théreof. But whenever any pact of an instrument shall wear out from or- 
dinary wear and tear by actual and legitimate use, it shall nponits return to the 
party of the first part be replaced by a new part free of charge by the party of the 
first-part. When any part shall be broken or rendered ineffective by the carelessness 
or neglect of the party of the second part or its sub-lessee, the same shall be replaced 
at the expense of the party of the second part, or of its sub-lessee. 


/ Eighth. The party of tie first part will during the continuance of this agreement 
and the leases thereunder farnish to the party of the second part after requisition by 
it all such extra cylinders for use on instruments leased and ‘Special Extras’’ such 
as records of music, orations, novels, or other appliances and parts of instruments ap- 

53 plicable thereto which shall be sold by the party of the second part at prices which 
shall be fixed from time to time by the party of the first part. Such prices shall be 
uniform in the case of each sub-company acting under the authority of the North 
American Phonograph Company or of Jesse H. Lippincott, sole licensee of the Ameri- 
cap Graphophone Company,and the party of the second part shall and it hereby agrees 
to pay the party of the first part for all extra cylinders, ‘‘Speciul Extras’’parts and ap- 
pliances so furnished prices which shall be fixed at tweuty per cent. less than the 
prices at which the same shall be sold by the party of the second part to others, | 
payments to be made by the party of the second part to the party of the first part on 

. . the 10th day of each month, for all such cylinders, ‘Special Extras,’’ parts and 

54 appliances delivered during the previous month. . 

in 
Ninth. The party of the second part shall give immediate information and notice 
to the party of the first part whenever said party of the second part shall know that 
any one in its territory is using an instrument or any appliances thereof or therefor 
which shall be an infringement of the patents or rights owned or controlled by the 
party of the first part; and upon receipt of such information the part of the first 

} part will at its own expense at once institute legal proceedings or cause them tc be 

instituted for the protection o? the patents or rights owned or controlled by it. 

And the party of the first part agrees at its own expense to defend the party of : 
the second part against all suits for infringement by reason of the possession, Ieataymond R Wile 
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use or sale of said instruments, supplies or appliances and to pay all final judgments 
rendered in such suits, provided the party of the first part shall have notice of such 
suit and opportonity to defend the same, such notice to be giv, in time to allow the 
party of the first part to make answer, plea or other appropriate defense to the 
original bill, petition, complaint or other original pleading and to defend through 
any connsel of its own selection. And the party of the” second part shall not be at 
liberty to defend any such suit or legal proceedings on its own behalf until the party 
of the first shall have refused so to do upon demand, 

And the party of the first part further agrees that it will protect, indemnify, and 
sive harmless the party of the second part, by reason of any damages or expenses 
which it may suffer, incur or sustain, growing out of any proceedings at law or in 
equity, or any litigation which may be brought against or which may injuridusly 
affect the party of the second part in the quiet title to or possession or enjoyinent of 
the rights and interests hereby granted, or intended to be granted, provided the party 
of the first part shall have opportunity to defend as aforesaid any suit or proceeding 
brought against the party of the second part. 


Tenth. If on tha first day of January, 1890, or at any time thereafter there shu’! 

in any portion of the territory covered by this agreement a demand for Phonog: 

or Phonograph-Graphophones, Special Extras or appliances which the party of 

second part shall neglect or fail to take appropriate measures to meet, the party of ‘ie 
first part may give written notice.thereof to the party of the second part, and if at 
the expiration of thirty days thereafter the said neglect or omission still continues, 
the party of the first part may, so long as such default shall continue but to the ex- 
tent only of such default, proceed to supply the demand through agents or otherwise 
without liability to the party of the second part, provided that course shall not inter- 
fere with the delivery to the party of the second part of instruments special extras 
or appliances for which requisition shall be made by it under the terms of this 
Agreement. "But it is expressly understood and agreed that if at any time after one 
year from the date of this agreement, the party of the first part shall be unable or 
shall fail to deliver to the party of the second part instruments and supplies for 
which said party of the second part shallhave made due requisition upon the party of 
the first part as such requisition is provided to be made in the case of the phonograph 
graphophone by Jesse H. Lippincott upon the Amerjean Graphophone Company 
pursuant to the agreement between said Lippincott and said American Graphophone 
Company under agreement dated March 26th, 1888, and in the case of the phono- 
graph as provided it shall be made by the Edison Phonograph Company upon 
Thomas A. Edison pursuant to the agreement of October 28, 1887, or by the North 
American Phonograph Company apon said Thomas A. Edison, or the Edison Phono- 
graph Works pursuant to the agreement of August 1st, 1888, and subject in the case 
of the Phonograph and Phonograph-Graphophone to the several terms of said agree- 


‘ments affecting such neglect or failure to suppy either of said instruments, then the 


party of the second part shall have tke right which the said North American Phono 
graph Company or Jesse H. Lippincott, sole licensee of the American Graphophone 
Company would then have to mannfactare or cause to be mannfactured instruments 
or supplies or both, necessary to fillso much of such requisitionas the said North 
American Phonograph Company or Jesse FL. Lippincott, sole licensee of the Ameri- 
can Graphdphone Company shall be unable or’shall fail to supply, and all costs of 
said instruments or supplies to the party of the second part over and above the cost 
thereof as determined by the rentals of Phonographs or phonograph-graphophones 
or the prices of special extras and appliances as herein provided to the party of the 
second part shall be borne by the party of the first part. 


Eleventh. If on the first day of Jannary, 1890, or atany time thereafter, the re- 
sults of exclusively leasing instruments shill be unsatisfactory to the party of the 
first part, it may reqnire the party of the second part to give the public the option of 
either leasing or purchasing the said instraments and in such event sales shall be 
mude at such reasonable prices which shall be fixed by the party of the first part, 
provided however that if such requirement shall be madein the case of any one 


sab-cumpany it shall be operative in the case of all sub-companies acting under the Raymond R. Wile 
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licensee of the American Graphophone Company. From the price received for any 
instrament so sold, there shall be first deducted and paid to the party of the first part 
an amount which shall equtl the actual cost of said instrument to the party of the 
first part and the remainder of such selling priee shall be equally divided between the 
party of the first part and the party of the second part, settlements and payment to 
be made by the party of the secon] part on or before the tenth day of each month 
for all sales made during the previous mouth 


Twelfth. In the contuet of its business and in all circulars, ecards, and advertise- 
ments, there shall appear, and the party of the secoud part shall set forth, as promin- 
ently as its own corporate name and in connection therewith wherever it shall occur, 
the following: “New England Phonogra,. Company, acting under aathority of The 
North American Phonograph Company, and Jesse H. Lippincott, sole liceasee of the 
American Graphophone Company.” 


Thirteenth. The party of the first part having made liberal provisions for conduct- 
ing experiments looking towards the improvement and perfection of the Phonograph 
and Phonograph-graphophones by the respective inventors thereof during the next 
fifteen years or thereabouts, will be entitled to the ownership, use or control of what- 
ever inventions are made and patented by such inventors, and the instruments Jeased 
or to be leased under thisagreement shall have the benetit of all improvements and in- 
ventions thas secured; and any other improvements and inventions which the party 
of the first part may become entitled to the use, ownership or control of during the 
term of this agreement or any extention or renewal thereof, but it is expressly under- 
stood and agreed that no new patented invention of the said Edison shall be used or 
sold with the Phonograph-graphophone, and no new patented invention owned or 
controlled now or hereafter by the Volta Graphophone Company shall be used upon, 
or sold with the Phonograph. : 


The instruments delivered by the party of the first part underthis agreement shall 
at all times possess all the improvements thereon which at the time of such delivery 
or prior thereto have been adopted by the party of the first part. And it is farther 
provided that if the furnishing of such new improvements or inventions shall add 
materially to the cost of the Phonograph or Phonograph-graphophone, as the same 
is now known, the question of such additionalcharge ifany, shall be left to an 
arbitration, the party of the first part choosing one arbitrator and the party of the 
second part another, and the two, if they fail toagree, a third to be chvsea by. the 
two arbitrators, and the decision of such arbitration or of a majority thereof thus 
made shall be binding upon the parties hereto. 


Fourteen. If the party of the second part shall fail to pay to the party of the first 
part any sum or sums of money which may be due ander this agreeinent and if said 
defanlt shall continue for the period of thirty days after the same shall have become 
payable, and after written demand therefor or if the party of fhe second part shall 
violate any other of the terms or conditions of this agreement and sliall persist in 
such default, violatiou or neglect or fail tu remedy or repair the same for sixty days 
after written notice thereof from the party of the first part, or if the party of the 
second part shall become-bankrupt, or insolvent, and shall so continue for the period 


of thirty days then the party of the first part may, if it shall so ‘by written 
notice to the party of the second part (or those in charge of any offices) im- 
mediately terininate all the rights granted by the party of the fi hereunder, 
and take possession of, and remove all Phonographs, and Phono;s caphophones 
and supplies therefor, and for that purpose may enter the prem he party of 
the second part and of all persons claiming under it, and may c from any sub- 
leasee or purchaser all sums then or thereafter due to it, or to the ps ity of the second 


part for the use or purchase of any instraments, or for supplies therefor, or it may, 
so long as it shall see fit, leave inthe enjoyment and ase of any Phonograph or 
Phonograph-graphophone any lessee or other person, in actual possession thereof, 
or by or from whom any part of the purchase price is unpaid and collect from him 
or them such sums as may then and thereafter be or become due for the use or pur- 
chase of the Phonograph or Phonograph-Graphophone, and for that purpose shall be 
entitled to, and may take possession of, the premises of the party of the s ond 


part nsed for carrying on its business, and oceupy and conduct the same. Regggrch Library 
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87 property so taken and which does not belong to the party of the first part or revert 
to it hereunder, may be returned within six months from the taking, in which case the 
party of the first part shall pay to the party of the second parta reasonable com- 
pensation for its use, or the party of the first part may retain the same as its own 
property and pay therefor a reasonible price (not exceeding the actual cost thereof) 
within seven months after the taking, and shall account tothe party of the second 
part for all the sums collected which shall have accrued before the party 
of the first part became so entitled to possession, deducting all expenses 
inciieut thereto, and all sums which may be due to the party of the first 
pact. The party of the first part also expressly reserves to itself all its 

6S righis and remedies at law, and in equity, under the patent -laws or other- 

wise, including the remedy by injunction against the party of the second patt, or 
those claiming uuler it, for the use of any of its patented inventions or instruments 
not authorized by a subsisting license hereunder, or for the violation of any other of 
-its rights. The party of the first part may in such event at its own cost and expense 
also use the name of the party of the second part to protect its interests and to en- 
force its rights hereunter. Aud the said party of the second part hereby agrees to 
executes any an) all assiguments in accordance herewith and in furtherance of the 
rights of the party of the first part under this paragraph. 


69 Fifteenth. This contract is personal to the party of the second part herein named, 
‘and any assigument of it or of any of its rights granted hereunder, or any, or either 
of them, by act of the party of the second part, without the written consent of the 
party of the first part shall be a violation of this agreement and good and sufficient. 
ground for a cancellatior thereof by the party of the first part at its option. 


Sixteenth. If the party of the first part shall transfer to any party, parties or cor- 
poration, who shall agree to perform the stipulations hereof its title to the Phono. 
graphs and Phonograph-graphophones hereby leased and the patent rights under 
which they are Jicensed, and its then existing interests hereunder, it is ugreed that 
the provisions hereof shall enure to the benefit of and shall be binding upon such 
transferee in respect of all things done or to be done under this agreeinent, as if the 
transferee were named a party hereto, but the party of the first part, said The North 
American Phonograph Company, shall not be released from its obligations hereunder 
but sball continue to beanswerable hereunder to the partysof the second part pur- 
suant to the terms of this agreement, as if sach transfer had not been made. 


rid 


Seventeenth. The party of the first part hereby covenants for itself and its assigns, 
with the party of the second part that it, the party of the first part, is at the date 
hereof fully and lawfully entitled and empowered to make and perform this agcee- 
ment and license and every part thereof and that it will on demand from time to time 

Zl execute and deliver to the party of the second part all such fucther or other insiru- 
. ments of assurance as the party of the second part shall reasonably require. 


Eighteenth. The party of the second part hereby further agrees that it will keep 
its books of account, sales book, records of rentals and other office records in such 
form and will make such reports to the party of the first part as may be prescribed 

~ and directed by the party of the first part throngh its anditor appointed for the pur- 
pose of org: vhizing and maintaining a general form of records and accounts for all 
Snb-coinpanies. 


Nineteenth. [t is hereby nnder stood and agreed that the use of the Phonograph 
and Phonograph-Graphophone, so far as the same, or either of them, is appileable tc 
watches. clocks, or in so far as the use thereof has been conveyed by the said Edisor 
to Lowell C. Brigys and William W. Jacques under aud pursuant to a certain agree 
meut bearing date the tirst day of October, 1887, is hereby accepted and reserved 
from; the terms of this agrecment, and that this agceement shall not be construed as 
in sny way authorizing the party of the second part to use the inventions covered 
hereby for such purposes. But it is further understood and agreed that 50 per cent. 
of the profits which may be received by the party of the first part, or by Jesse IH. 
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73) Lippincott, ole licensee of the American Graphophone Company, shall be divided in 
such equitable way as may hereafter be determine 1, among all the sub-comparies 
licensed by the party of the first part. 


Twentieth. The party of the first part further agrees that any cud all privileves and 
powers not herein conferred upon the party of the second part, which shall heres Sten 
atany time during the continuation of this Agresinent be conferred by the party of 


> the first part upon any other S:tb-company, shall be likewise grantel to the purty 
. the second part. 
i In Witness Witrkeor the parties hereto bave caused this instrument to be exe- 
le 74 cuted, each by its proper officers and each has caused its corporate seal to be heret: 
affixed the day and year first above written. 
7 THE NORTH AMERICAN PHONOGRAPH COMPANY, 
By Jesse H. Lippincort. 
(SEav) Prest. 
Attest: 
Geo. H. Fitzwilson, 
Secy. 


THE NEW ENGLAND PHONOGRAPH COMPANY. 


By John B. Gleason, 
(Sax) - President. 


~ 
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. . Schedule B. 
CIRCUIT COURT OF THE UNITE STATES, 
District OF MASSACHUSETTS. - 
: In Equity. 


AMERICAN GrariopHoxnr Com- 
PANY 


v. No. 530. 
Tur New  EnGianp Puono- 
erapi Company, ef al. 


Eo, 


Bill of Complaint. 


(Filed Oct. 12, 1894.) 


To the Honorable, the Judges of the Circuit Court of the United States for the His- 
trict of Massachusetts: 


The American Graphophone Company, acorporation duly organized and existing 
under the laws of the State of West Virginia, and having its principal office in Wash- 
ington, in the District of Columbia, brings this, its bill of complaint, against the New 
England Phonograph Company, a corporation orgsnized under the laws of the State 
of Massachusetts, doing business at Boston in said State of Massachusetts, Augustus 
P. Martin, individually and as president of said company, and Augustus N. Samp- 
son, individually and as general manager of said company, said Martin and Samp- 
son being residénts of Boston, aforesaid. - 


L. » 

And thereupon yonr orator complains and says that Chichester A. Bell and Sum- 
ner Tainter, then of Washington, aforesaid, were the original, first and joint invent- 
ors of certain new and useful improvements in recording and reproducing speech and 
other sounds, which were not known or used in this country, or patented or de- 
scribed in this or any foreign country, prior to their invention thereof, and which had 
not been in public use or on sale in the United States for more than two years prior 
to their application for Letters Patent therefor. 


I. 


That on the twenty-seventh day of June, 1885, the said Chichester A. Bell and 
Sumner Tainter made application in dne form of law to the Commissioner of Patents 
forthe grant of Letters Patent of the United States for the said invention, and then and 
there fully complied in all respects with the provisions and requirements of the laws 
of the United States in such case made and provided. 


Tf. 


That due proceedings being had upon said application, upon the fourth day of 
May, 1886, Letters Patent of the United States, in due form of law, were issned and 
delivered to said Chichester A. Bell and Sumner Tainter, in the name of the United 
States, under the seal of the Patent Office, and signed and countersigned, respec- 
tively, by the proper officers of the United States, and numbered 341,214, granting 
to said Chichester A. Bell and Sumner Tainter, their heirs or assigns, for the term of 
seventeen years from said fourth day of May, 1886, the full and exclusive right to 
make, use and vend the said invention throughout the United States and the terri- 
tories thereof, as by reference to said Letters Patent, or a duly authenticated copy 
thereof here in Coart to be produced, will more fully and at large appear. 


J 
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IV. 


That the said Sumner Tainter was further the original, first and sole inventor of a 
certain new and useful improvement in apparatus for recording and reprodacing 
sounds or sonorous vibrations, not known or used in this country, or patented or de- 
Baiibod in atiy printed publication in this or any foreign country, prior to his inven- 
tion thereof, and not in publie use or on sale in the United States for more than two 
yeu prior to his application for Letters Patent therefor. 


V. 


That on the fourth day of December, 1885, said Sunner Tainter made application 
in due form of law to the Commissioner of Patents for the grant of Letters Patent of 
the United States for said invention, and then and there fully complied in all respects 


- with the requirements and provisions of the laws of the United States in such case 


made and provided. 
VI. 


That due proceedings upon said application being had, upon the fourth day of May 
1886, Letters Patent of the United States, in due form of law, were issued and deliv. 
ered to said Sumner Tainter, in the name of the United States, under the seal of the 
Patent Office, signed and conntersigned, respectively, by the proper officers of the 
United States, and ‘numbered 341,288, granting to said Sumner Tainter, his heirs or 
assigns, for the term of seventeen years from said fourth day of May, 1886, the full 
and exclusive right to make, use and vend the said invention throughout the United 
States and the Territories thereof, as by reference to said Letters Patent, or a duly 
authenticated copy thereof here in Court to be produced, will more fully and at large 
appear. 


Vil. 


That the inventions or improvements described and claimed in said patent to Sam- 
ner Tainter were desigued for and are capable of use conjointly, and are used con- 
jointly with the improvements or inventions described and claimed in’ the patent 
aforesaid of Bell and Tainter in recording and reproducing sounds. 


Vill. 


And your orator further shows that on the twenty-ninth day of March, 1887, said 
Chichester A. Bell and Sumner Tainter, by an instrument in writing duly signed, deliv- 
ered and recorded in the United States Patent Office, the twenty-second day of Sep- 
tember, 1887, did give, grant and convey to The Volta Grapbophone Company, a cor- 


+ poration organized and existing under the laws of the State of Virginia, its successors 


and assigns, the entire right, title and interest in and to said Letters Patent No, 
341,214, granted to them as aforesaid, and in and to the invention secured thereby, 
as by reference to said instrument, or toa duly authenticated copy thereof kere in 
Court to be produced, will more fully and at large appear. 


IX. 


That on the twenty-ninth day of March, 1887, said Sumner Tainter, by an instrament 
in writing, duly signed and delivered and recordad in te ited States Patent Office, 
the fifth day of April 1887, did give, grant, assiga an] convey to the said The Volta 
Craphophone Company, its suceessors and assigns, the entire right, title and interest 
in and to said Letters Patent No. 341,288, granted to him as aforesaid, and in and to 
the invention secured thereby, as by reference to said instrument, or a dnly authenti- 
cated copy thereof here in Court to be produced, will more fully and at large appear- 


x. 


That on the twenty-fourth day of January, 1893, the said The Volta Graphophone 
Company, by an instrumentin writing, duly signed, sealed and delivered, and re- 
corded in the United States Patent Office the twenty-fifth day of January, 1893, did 
give, grant, assign and convey to your orator, its successors and assigns, the entire 
right title and interest in and to said Letters Patent No. 341,214 and No. 341,°98, 
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- constructed machinery, tools, appliances and other accessories necessary or useful in 
the manufacture of such apparatus, and have employed numerons skilled workmen, 


“others acting in concert with them, since the grant of said Letters Patent, and each 


what extent your orator is ignorant and cannot set forth. 
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and in inventions seeured thor ty, as by reference to said instrument, or 


cated copy thereof here in Court: to b+ produced, will more fully and 


XI. 


That your orator has been, since the date of the assignment ist mentioned, and ts 
now, the owner of tie said Letters Patent, and each of them, and of the rights and 
privileges secured thereby, and has been and is, save for the doings of these defend. 
ants and others acting in concert with them, in the exclusive possession of said rights 
and privileges, and is entitled to the exclusive use, benefits and advantages of the 
siid inventions and improvements. 


° XII. 


And your oritor farther shows that the said inventions and improvements are of 
great commercial value and practical utility; that a great public interest has been 
manifested therein, and a large demand created for apparatus constructed in accord- 
ance with or embodying the same; that in urder to sapply this demand and to confer 
upon the public the advantages and benefits of the said inventions, your orator and 
its predecessors in the title have investe:dl large capital in acquiring said patents and 
in adapting and perfecting such apparatus, and have at great expense devised and 


inventors and mechanics in connection therewith; and that snach investment has 
been made and such expeuse incurred upon the faith reposed in the said Letters Pat- 
ent granted by the Government of the United States as aforesaid, and in the rights 
and privileges secured thereby. 7 


* XIII. 


Ana your orator shows, upon information and belief, that these defendants and 


of them, and since the date of the assignment last above mentioned, within the said 
District of Massashnsetts and elsewhere in the United States, wrongfully, unlawfully, 
anl with intent to injure yor orator, and to deprive it of the just profits resulting from 
making, using and vending said inventions, have, without the license or consent of 
your orator, made or cansed to be made, used or caused to be used, and sold or caused 
to be sold, apparatus for recording and reproducing sounds, known as ‘‘phonographs,”’ 
each and all containing or embodying or operating in accordance with the said inven- 
tions or improvements, snbstantially as described and claimed in the said Letters Pat- 
ent, and each of them, and in infringement of the exclusive rights granted to your 
orator, as aforesaid; and that the said defendants have derived and received and still 
are deriving and receiving, great gains and profits from such unlawful ase, bat to 


ATV. 


That each such machine or apparatus, so made, used and sold by these defendants, 
contains, embodies or operates in accordance with the inventions or improvements 
covered by both the Letters Patent aforesaid, or material and substantial parts 
thereof. s 


XV. 
And your orator therefore prays as follows: 


(1) That the said defendant may be required by a decree of this Honorable Court to 
account for and pay over unto your orator all such gains and profits as have accrued 
or arisen, or been earned or received by the said defendants, and all such gains and 
profits as would have accrued to your orator but for the unlawful doings ci said de- 
fendants, and all damages your orator has sustained thereby; and 


(2) That *he defendants, their associates, attorneys, servants, clerks, agents and 
forkmen, way be perpetually enjoined and restrained, by a writ of injunction issuing 
out of and under the saal of this Honorable Court, from directly or indirectly making oymond R. Wile 
or csrcing to be made, nsing or causing to be used, selling or cansing to be sold ®DYResearch Library 
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97 machine or apparatus embodying or constructed or operating in accordance with the 
- inventions or improvements set forth in the Letters Patent aforesaid, or either of 
them; and : : 


(3) That your Honors will grant unto your oratora preliminary injunction, issuing 
out of and under the seal of this Honorable Court, enjoining and sestralnine the anda 
defendants, their associates, servants, clerks, agents and workmen, to the saree pur- 
pose, tenor and effect as hereinbefore prayed for, with regard to said perpetual 
injunction; and 

(4) That the defendants be decreed to pay the costs of this suit; and 


98 (5) That your orator may have such other and farther relief as the equity of the case 
may require. 

: To the end, therefore, that the said defendants may, if they can, show why your 
orators should not have the relief hereby prayed, and may full, true and direct answer 
| make, but not under oath, answer under oath being expressly waived, according to the 
: best and utmost of their knowledge, information, remembrance and belief, to the sey- 
| eral matters hereinbefore uverred and set forth,as fully and particularly as if the same 
were repeated, paragraph by paragraph, and said defendants thereto severally and 
specifically interrogated, may it please your Honors to grant to your orator a writ of 
subpoena ad respondendum, issuing out of and nnder the seal of this Honoruble Conrt,; 
° 99 directed to said defendants, the New England Phonograph Company, Augustus P. 
Martin and Augustus N. Sampson, commanding them to appear and make answer to 
this bill of complaint, and to perform and abide by such orders and decree herein as 

to this Court may seem just. : 


And your orator will ever pray. 


AMERICAN GRAPHOPHONE CO. (Srat.) 
_by C. J. Bell, President. 


POLLOK & MAURO, 
No. 620 F Street, Washington, D. C., 
Solicitors and -of Counsel for Complainant. 


District of Columbia, ss.: 2 


On the ninth day of October, 1894, before me personally appeared Charles J. Bell, 
and being duly sworn, did depose and say that he is the President of the American 
Graphophone Company, named ascomplainantin the foregoing bill of complaint; that 
he has read the same and knows the contents thereof, and that the same is true of his 

- own knowledge, except as to matters therein stated upon information. and belief; 
that as to such matters he believes it to be trae, and that the seal affixed to said bill 
s 101 ig the corporate seal of said complaintant, and was by him affixed thereto by author- 
ity of said corporation. 
CHARLES J. BELL. 
Subscribed and sworn to before me 
this ninth day of October, 1894. i 
(SEAL.) Howard S. Reeside, 
Notary Public, D. C. 


* Plea. 
102 (Filed Jan. 7, 1895.) ‘ 


‘The plea of the New England Phonograph Company, Augustus P. Martin, individ- 
‘ually and as president of said company, and Agustus N. Sampson, individually and 
as general manager of said company, defendants, to the bill of compiaint of the 
American Graphophone Company, complainant. : 

These defendants by protestation, not confessing or acknowledging the matters and 
things in and by said bill set forth and alleged to be true, in snch manner and form 
as the same are thereby and thervin set forth and alleged, for plea to the whole of 


id bill = 
said bill, say, Raymond R. Wile 
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108 That upon Oct. 12, 1888, the defendant company purchased and then possessed a 
license, executed by the North American Phonograph Company, conferring upon the 
licensee the exclusive right to sell both phonographs and graphophones and all mate- 
rials and supplies therefor within the New Enelond States. That prior to said date, 
the complainant had authorized the North American Phonograph Company to grant the 
said license, and that thedefendant company bas not sold any machines or transacted 
any business without the New England states. That the defendants Martin and 
Sampson, are officers of the defendant company and all the sales of phonographs or 
graphophones or supplies therefor have been made solely in behalf of the defendant 
company and under the said licenses, and solely as officers of said company. All 

104 Which statements these defendants do aver to be trueand they plead the said licenses 
to the said complainant’s bill. - 

And these defendants for a further plea to the whole of said bill say that upon the 3 
twenty-sixth day of March, 1888, the American Graphophone Company entered into f 
an agreement with Jesse H. Lippincott, wherein it granted to him an exclusive license 
for the sale of graphophones within most of the United States, including all the New 

* England States, and in and by said agreement the said Lippincott was required and 
agreed that ‘the will take appropriate measures by personal effort and otherwise to 
thoroughly advertise and establish the agencies, to introduée and provide for instruc- 
tion in its use, and to create a demand for the instrument throughout the terrritory 

1y5 covered by this contract and to supply the necessary capital for that purpose.” 

That upon the twenty-eighth day of June, 1888, the said Lippincott entered into 
an agreement with Thomas A. Edison for the purchase of the entire capital stock of 
the Edison Phonograph Company for the sum of five hundred thousand dollars. That 
Thoinas A. Edison had previously taken out a number of patents upon phonographs, 
which patents were owned by the Edison Phonograph Company. That the ‘said 
ayreement was made with the knowledge and consent of the complainant with the 
desigu of bringing both the phonograph and graphophone under the same manage- 
ment. That the said Jesse H. Lippincott with the knowledge and consent of the 
complainant had formed the following plan for the development of the phonograph 

los ani graphophone business, namely: That he would create a corporation which 
should have exclusive rights to the sale of these instrnments, and that this corpora- 
tion should grant territorial rights therefor. That prior, to the seventeenth day 
of July, 1888, said Lippincott had caused such a company to be incorporated under 
the name of the North American: Phonograph Company, a corporation of the State 
of New Jersey. : 

That upon the seventeenth day of July, 1888, Jesse H. Lippincott entered inte an 
agreement with the North American Phonograph Company, wherein in consideration 
of the entire amount of the capital stock of the said company, $6,500,000, he assigned 
to said company all his rights under the said agreement with the complainant and 
with Thomas A. Edison, agreeing further ‘‘to procure for said company and from the 
proper parties all such authority as may be required -to. permit the handling or 
exploiting of the phonograph and graphophone together.” 

That upon Ang. 1, 1888, an agrepment was entered into between Thomas A. Edison, 
the North American Phonograph Company and Jesse H. Lippincott with reference 
to the phonograph and graphophone, and that the said agreement provided : 

‘Whereas the said company and the said Lippincott possessing the right to.intvo- 
duce both instruments, intend placing them upon the market together, leaving to the 
public the right to make their own selection in buying and reuting instruments; 


107 


108 Now it is agreed: , s ; ‘ 


The phonograph shall be put on the market under the nume of the phonograph. 
The instrument now known as the graphophone shall be put on the market under the 
name of phonograph-graphophone. The said company and the said Lippincott shall 
do their utmost to introduce both instruments. In order that no misunderstanding 
shall occur as to what is a phonograph and what is a phonograph-graphophone, an 
instrument previously marked ‘Phonograph, T. A. Edison,’ and now in the posses- 
sion of the North American Phonograph Company, is to be taken as a standard 

_ phonograph, and an instrument previously marked ‘Phonograph-Graphophone C. 8. 
Tainter,’ and which is now in the possession of Thomas A. Edison, is to be taken as 
astandard phonograph-graphophone. None of the parties or features of the construc- Raymond R Wil 
tion of one instrument sball be hereafter applied to or used on the other, bet each 
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109 shall remain as it now is, except in so far as each may be improved by patented in- 
ventions; but any pittented invention of Mr. Edison improving the phonograph shall 
hot beapplied to or used on the phonograph-graphophone, nor shall any patented in- 
vention owned or controlled by The Volta Graphophone Company improving the 
phonograph-graphophone be applied to or ased on the phonograph,it being the inten- 
tion hereof that each instrument shall remain distinct and shall not be improved by 
the nse of parts or features of construction of the other.” 

Upon Aug. 6, ISSS, an agreament was entered into between Jesse H. Lippincott 
and the Aimeriean Graphophone Company, purporting to give to the American 
Graphophone Company the right to pnrelase all the rights acquired from Mr. Edison 

110 under the agreement of June 28, 1888. 

That upon the same date a supplemental agreement was made between the same 
parties, reciting that *‘Whereas the said Lippincott desires to secure a modification 
of his agreement with the said American Company, so as to enable him to handle the 
phonograph as well us the graphophone;” therefore it is provided that “on each and 
every phonograph sold or leased by the said Lippincott or the said North American 
Phonograph Company, or by any sub-company or agent of the said Lippincott or of 
the said company, the said Lippincott shall pay to the said company the sum of ten 
dollars. This supplemental agreement is made upon the understanding that the 
agreements made by said Lippincott and the North American Phonograph Company 

J1{ and Thomas A. Edison shall be fally carried out and complied with by the parties 
thereto.” 

That in October, 1838, the defendant company was duly incorporated under the 
laws of the State of Maine for the pnrpose of selling both phonographs and grapho- 
phones, ete. That prior to the twelfth day of Ovtober, 1888S, the said Jesse I. Lip- 
pincott, who was at that time the president of the North American Phondgraph Com- 
pany, requested the New England Phonograph Company that it shonld issue practi- 
cally all of its capital stock of $2,000,000.00 in exchange for an exclusive license to 
sel! phonographs and graphophones and supplies therefor within the New England 
States, and that it should also cause to be paid into the treasury of the North Ameri- 

112 can Phonograph Company the sum of $100,000 in cash, as a portion of the said con- 
sideration derived from the sale of its capital stock. ‘That as an inducement to tak- 
ing said license the said Lippincott, acting as these defendants are informed and be 
lieve in behalf of the North’ American Phonograph Company and of the American 
Graphophone Company, and with the full knowledge and consent of both companies, 
exhibited to this defendant compary the aforesaid agreement and stated that the 
American Graphophone Company had full knowledge of the contents of all of the said 
agreements. That the said Graphophone Company was well aware of the plan which 
he, the szid Lippincott, had adopted for the purpose of exploiting the said machines, 
and that the provisions of the supplemental contract of Aug. 6, 1888, practically re- 

113 ferred and were intended to refer to the said agreement, and did ratify the clanse of 
the aforesaid agreement of July 17, 1888, wherein the said Lippincott agreed to pro- 
cure for the North American Company all such authority as may be required to per- 
mit the handling or exploiting of the phonograph and graphophone together. 

That this defendant relying upon the said contract and the said statemeuts of Mr. 
Lippincott, did actually issue the greater purt of its authorized capital stock of 
$2,000,000, in exchange for an exclusive license granted Oct. 12, 1888, from the North 
American Phondgraph Company to this defendant for the sale of both phonographs 
and graphophones within the New England States; and did pay the consideration 
therefor, including the $100,000 in cash as above set forth, and which sum. was re 

114 ceived by the North American Phonograph Company. That at the said date the 
agreements made by said Lippincott and the North American Phonograph Company 
and Thomas A. Edison were in full force, and the North American Phonograph Com- 
pany had fall right and authority to grant unto this defeudant company such exclu: 
sive licenses. 

That this defendant has ever since continued the business of, selling phonographs 
and graphophones within the New England States under the said licenses and has in 
all respects complied with the terms thereof. 

That as these defendants are informed and believe the complainant actually re- 
ceived a portion of the moneys paid by the defendant company for the said licenses 


: iesced in the said licenses. 
ee ee Raymond R. Wile 
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11 That the instruments sold by or used by the defendants were all sold and used un- 
der the terms of the said licenses and not otherwise, and that all the acts done by the 
defendants, Martin and Sampson, have been done solely as officers of the defendant 
company and not for their individual account. 

That all the phonographs sold by the defendant company have been of the kind 
and character specified iu the aforesaid agreement of Aug. 1, 1888, and that in and by 
the aforesaid agreements the exclusive right was conferred upon the defendant com- 
- pany to sell and use an instrument of that character within the New England States, 

and these defendants upon their information and belief further allege that the said 
North American Phonograph Company and Jesse H. Lippincott delivered all the 
116 phonographs which were delivered to the defendant company with the consent of 
the American Graphophone Company, and had rendered an account to the American 
Graphophone Company for the royalties upon said instruments. 
All which statements the defendants do aver to be true, and they plead said 
_ licenses to the said complainant’s bill and pray the judgment of this Honorable Court 
whether they should be compelled to make any other or further answer to the said’ 
bill and pray to be hence dismissed with their costs in this bebalf sustained.- 
In witness whereof the said defendant, the New England Phonograph Company, 
has hereunto allixed its corporate sval and caused the same to be attested by L. E. 
Evans, its secretary. 


117 THE NEW ENGLAND PHONOGRAPH CO., (Srat.) 
by L. E. Evans, 
Secretary. 


JOUN B. GLEASON, 
Solicitor and Counsel for Defendants, 
155 Broadway, New York City, N. Y. 


Thereby certify that in my opinion the foregoing plea is well founded in point of law. 
JOHN B. @LEASON, 
418 : Counsel for the Defendants, 
155 Broadway, New York City. 
State of New York, V : 
City aud County of New York, § 
On this tenth day of December, 1894, before me, Charles Edgar Mills, commissioner 
of deeds for the State of Massachusetts, residing in the City of New York, personally 
appeared L, KE. Evans, to me personally known to be the secretary of the New Eng- 
land Phonograph Company, and made oath that he has read the above plea and 
knows the contents thereof, and that it is not interposed for delay, and that it is 
true in point of fact. 
119 Witness iy band and sea] the day and year above written. 
(Seal.) CHARLES EDGAR MILLS, 
Commissioner for Massachusetts in New York. 


8S.° 
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Replication, 
(Filed Jan. 29, 1895.) 

This repliant, saving and reserving unto itself all.and all manner of -advantage of 
exception to the manifold insufliciencies of the said plea, for replication thereunto 
saith that it will aver and prove its said bill to be true, certain and sufficient in the 
law to be answered unto; and that the said plea of the said defendants is uncertain, 
untrue and insufficient to be replied unto by this repliant; without this that any other 
matter or thing whatsoever in the said plea contained, material or effectuul in the 
law to'be replied unto, confessed and avoided, traversed or denied, is trae; all which 
matters and things this repliant is and will be ready to aver and prove, as this Hon- 
orable Court shall direct; and ary) prays as iv and by its said bill it hath already 
prayed. 


120 


POLLOK & MAURO, 


Of Counsel for Complainant. 
W. W. SWAN, 


Solicitor 
Raymond R. Wile 
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DistRIoT OF MassAOHUSsETTS. 


In Equivy. 
AMERIOAN GRAPHOPHONK Con- 
PANY 
v. - No. 530.. 


Tuk New EnoGianp Pxono- 
GRAPH Company, ef al. 


Opinion of the Court. 


June 19, 1896. 

Canventer, District Judge: This is a bill in equity to restrain an alleged infringe- 
ment of certain letters patent for apparatus for recording and reproducing sounds, 
known as graphophones. The respondents pled a license from the complainant and 
issue has been joined and evidence has been taken, Ido not think it will be useful 
for me to detail the arguments and considerations which have been taken into the 
account in determining the questions thus raised. I have reached the conclusion that 
the contracts made by the complainant on the sixth of August, 1888, with Jesse H. 
Lippincott, amount to an adoptfon and ratification of the contracts made by him and 
under which the respondents claim; and that the complainant is estopped to deny 
the rights of the parties to those last-named contracts to carry out the provisions 
thereof. 

The bill will therefore be d smissed. 


CIRCUIT COURT OF THE UNITED STATES, 
DistrioT oF MASSACHUSETTS. 


In Equity. 
AMERICAN GRAPHOPHONE Com- | 
PANY 
¥. , Lo 630. 
Turk New Eno.anp Purono- 
araPpn Company, ef al. 
J 
Decree. 


September 15, 1896. 

The complainant on the abcve entitled cause filed its bill of complaint on the 12th 
day of October, 1894. 

An appearance was dnly entered for the defendants by I. N. Paul and by John B.. 
Gleason as solicitors for ull of the defendants, and on the 7th day of January, 1895, 
a plea to said bill of complaint was filed by John B. Gleason, as solicitor for the 
defendants. On January 29, 1895, the complainant filed a replication. 

Testimony was thereafter taken by the respective parties and filed in the Clerk’s 
office of said Circuit Court. Afterwards aud at the June term of 1895, of the 
said Circuit Court, present the Honorable George M. Carpenter, Judge, the said 
cause came on to be heard on the pleadings and proof and was argued by counsel. 
Thereafter the said Judge rendered his decision which was filed in said Clerk’s office 
on the 19th day of June, 1896. 

Now in accordance with said decision and on motion of Joha B. Gleason, solicitor 
for the defendants, it is adjudged that the plea of the defendants is hereby sustained 
and that the bill of complaint herein is dismissed upon the merits and that the New 
England Phonograph Company, the actual defendant, do recover of the American 
Graphophone Company the costs and charges of the defendants in this action hereby 
adjusted at 

By the Court; é , 
BENJ. H. BRADLER*Y™nd R. Wile 
Deputy @esgarch Library 
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UXITKD STATIS CIRCUIT count. 
nrssatcr op (Pere Oslaud. 


Naw Rngland Phonograph Company, 
et als Complainant, 


vs. 
The Dawson Company 


In Rquity. 


ae ot 84 se te 86 oe Be oe 


Defendant. 


STATS OF KRW JRRSRY, 
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COUNTY OF RSSKX, 


FREDERICK C. FISCHSA, being duly swora 
acgording to law on hia oath says: I am of full age and 
_ Yeside at Newark, How Jerssy, — business in said City, 
with offiees in the Prudantial Daiicinge I ama solicitor 
of patents, and a mechanical and elestrical engineer by 
profession. I am professionally educated in tho arts and 
soienoss with partioular reference to the qualifications of 
a mechanical enginsor. I have dosigned, constructed and 
suparintended the construction of large quantities of me- 
‘ehinery of various kinds an the aris, comprehending struct 
ures from small delicate mechanisa, such as alectrioal 
measuring and recording instrumentsa,ke. to machinery of 
very large powers such as for instance, hoisting engines, 
air compressors, automtio prosses, mohines, &. 

I have beon engaged in business relating to 
patents for the past nine years and have prepared and prose 
ecuted a vary large number of applications for letters pat- 


ent and for the past three years have given special attention 
, & . , 
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end study to the art of recording and reproducing sound 
and an farniliar with tho apparatus for this purpose genere- 
&lly known as "talking machines, * an¢d which include phono« 
graphs, craphophones, gramephones and all similar instrue 
ments, and have testificd ws an expert in the United Statos 
Courts in causes relating to patented structures. 

: Tom faniliar with the types of crephophones on 
the market and sold uncsr the name and known as graphophones 
both the machine employing « cylin¢rical taclet or record 
and the machine erploying a recerdé in dine form and the 
records used with them. I -Fiv: compared ce cylinder graph- 
ephone, ® cylinder grephophone reprcoducer, a cylinder . 
grephophons recsTacr, &® ¢ylinder graphophons cut or en- 
graved record, @ cylindsr gecphopheone record blank, a cyl- 


inder grephophone moulded record, « Gise eraphophone and & 


.G@ise zriuohephens record shich urv before me, with the 


claims of inited States Tettars Patcnt No. 341,214 erented - 
to GAnkextar A. Bell and Sumer Tainter, end No.341,288 
granted to Sumer Tainter, and I am asked to state whether 
in ny opinion they or any of then contein devices coverod 
by Gr operated in accordancs «ith any of the claims of the — 
sald cleestaes or if so, xnich ones. 

For the purposa of identification I have. 
marked the witha: Gylbieine grephophone "Exhibit 1, F.C. ¥.". 
the onid cylinder graphephone roproducer "Exhibit 2, F. %. F 
the seid cylinder eraphophone recorder "Exhibit 3, *. Cc. r.™ 
whe sede cclinder griphophone ‘out or engraved record 
"Exhibit 4, F. ©. Fe" the said cylinder graphophone 
record blank “Exhibit 5, Fe ©. Fe® the said oylin= 
@er graphophone moulded record "hxhibit 6, Fe Os Fe" 


-2- ‘ Raymond R. Wile 
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the sid disc graphophone, "Exhibit 7, we Ce ¥." 
and the suid diso record "FRyni-s* 8, Fe Te." end 
prosent them as exhibits with this affidavit. I have cere- 
fully exarnined said exhibits end seid patents, end believe 
that I understand said patents. 

I have examined the cylinder graphophone 
marked “Exnidit ‘1;-F. CO. Fe® and find it to be an 
aprperatus for reoording and reproducing speech and other 
sounds, which consists, principally, of the following ele~. 
wents in combination. <A rotating mandrel or teblet-holder 
rotated by means of a epring motor, is supported and journeled 
in a bearing on tho top of the machine 20 that a tubular self 
sustaining tablet, oan be placed on or rexoyed from the 
sans; a feod screw is also ‘mounted on the top of the machines 
— parallel with the randrel. A train of toctned geare- 
ing commmicates motion to the feed screw in the following 
' manner. A gear wheel is mounted on one end of tho Griv ing 
shaft of tha mandrel and moshes with an internediate gear 
Neth eR 1h SARE HS TS Chae OP he i, WH 1 
turn mashos with a gear wheel Pastenet to one end of the fecd 
scréw therehy communicating n slower spoed te said feed zerew 
50 cist the letter revolves at a slower speed than the mone 
drel supporting the tablet. A carrior 13 eupported by 
the fevd screw, so as to be movable lengthwise of the 
sorew and mounted thereon is thse récordcer or the reproduccr 
&s may be desired. For recording the sonorous vibrations 
in or on @ tablet, and for producing the seunds rocor- 
éed from the record, the recording or the roproducing 
inotrument (oalled hereinafter "recorder® end *reproducer® 
respectively) is moved lengthwise of the tablot 
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by the feed sorew, 

The reproducer consists of a metallic frano or 
head, & diaphragm and & repreducing style loosely mounted 
on a universal suvport so that, the reproducing style resting 
by gravity ugainst the record is capable of a lateral 
movement and may in consequence thereof adjust itself auto- 
metically to the record groove so that it can resatiy be 
guided by the sane. tH operation the reproducer is placed 
against the record, and on starting the machine, the record 
will move the style and throw the air into vibrations, and 
produce sound waves eixd ler to those which originally aoted 
upon the recording style to make the record, 

The recorder consists of a metallic frame or 
head, & areitivwess aid a cutting style vtidioh is loosely 
mounted on & universe) support so that the recording style 
rests by gravity against the suieas cn which it is desired 
to make & record, In operation the recordcr is placed 
against the eurface of a record blank resting by its own 
weignt against the blank and on sturting the machine the 
style will cut or — & spiral line in the record blank, 
If sounds are impelled against the diephragn, the style will 
be thrown into vibrations corresponding to the sounds, and 
the engraved lines on the record blank will be of varying 
character, the inequalities or variations from uniformity 
representing the form of the sound waves. 

To en the recorder end reproducer readily 
to be applied “6 and remove from the feed screw,so0 that 
one feed screw oan be used for both, they are each provided 
with w divided or partial nut which engages the screw. 

Referring now to tho Bell & Tainter patent 


ay 
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#341,214 I find in lino 84 on page 1-of tho specsfication 


the following 


"The invention consists in loosely mounting 


the reproducing style so that it can readily be guided 
by the record, Preferably tho reproducing style, 

or rather what may be called the "head" of the ro~ 
producing instrument, is mounted on & universal 

joint, and the style is pressed against the record 

by the yielding pressure of e spring or weight. 
Practically in the instrumsnts made by us the press- 
ure is due to the weight of the instrument,modified 
by the elasticity of a section of soft ruffer tube, 
which supports the same and constitutes « universal 
joint; but evidently there are mny devices which 

can be used to mount the reproducer, so that it is 
free to follow the sound record or phonogram and 
which, therefore, would be within the spirit of the 
invention. The reproducing style, mounted as just 
explained, is especially adapted for use in connection 
with a record in the form of a grocye with sloping - 
walls, and this combination is specially claime3; 

but it may also be usefully employed in connection 
with other forms of record.® 


And in line 38 page 2 of patent No. 341,214 the following: 


"The invention consists, in a sound recorder 
having ea cutting or graving style which is held by 
elastic or yielding pressure against the ‘surface 
on which the record is to be made. The object is 
to enable the vibratory graver or cutting style to 
rider over instead of plowing through any elevations 
on the recording surface." 


And from line 51 of the specification same page, the follow- 


ing: : 

"The invention consists in having the recorder, 
of whatever description, or the revroducer, er both, 
rest azsinst the tablst or recording material by 
gravity. The invention consists in combining with 
the sound recorder or recording instrumsnt of any 
suitable description, and specially with one having 
a cutting style, e tube or hollow standard upon 
which the recorder is mounted, and through which the 
sound waves are conveyed to the same. This part of 
the invention also consists in supporting this hollow 
standard on a hinge and having a sound conveying 
tube communicate with the interior thereof throuph 
the hinge." . 


Referring now té the Tainter patent No. 
341,288,I find in line 9,page 1 of the specification the 


following: 
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This inv ntion has for its sbdbject to inoreaso 
the general efficicnoy of apparatus for recording 
and reproducing spseoh and other sounds, commonly 
known as "phonographs;* and it consists, principally, 
in the following imrovensnts: 


and from line 31 same page the following: 


The tablet-holder is mada in the form of a 
cylinder, over which the tubular tablet oun be forced 
or Flipped ana fro: which it can be removed as do= 
sired, This cylinder may be solid; but for light- 
ness it ia preferably mede hollow. It io of metal, 
or may bs of other solid material. It is journaled 
in bearings, oud is provided with a crank or other 
means for rotating the same: 


and from line 1 page 2 of the specification, 

To enable the recorder and reproducer readily 
to be u:plied to and removed from the screw, so that 
one screw can be used for both instruments, they are 
eech provided with u divided or partial nut, which» 
engages thé screw: 

and from line 14 page 2 of the specification, 

Instead of heaving the recorder and reproducer 
mounted upen « slide moving in ways or guides, and 
connected with a screw fer moving the sams, they sre 
mounted on a carrier, wiich is not only engaged by 
said screw, but supported by the game, so as to ba 
movable lengthwise of the screw, . 

and in line 83 page 4 of tho specification, 

Pha invantion further comprises certain special . 
constructions, combinations, and arrangements of 
parts, as hereinafter get forth, among which are ine 
oluded the combination, in one machine, of tho sev- 
eral improvements already indicated, or of two or 
more of them. 

In my opinion the features thus disclogzed in 

patent No, 541,288 ere covered by cluims 5, 6, 14, 15, 17, 
29, 22 end 61 and ere identical with the structure present 
inthe cylinder grephophone marked "Exhibit 1, F. &. ¥." 

I wijl not compare the structure illustrated, 

denacrited andssimmarized in each of aaid claims of said 
patent, with the cylinder graphophone machino. 


An improved feature ig illustrated and described 


~6- 
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end claimed in anic teinter patent Fo, 241,268 and round 
in said cylinder graphophono machine, which consints in 6 
tubular teblet holder for eupporting end rotating tho 
tubular teblet. This improvemmt in nsurnarized in the 
follewing elains,. 

&. ‘Fn o phonocreavh and in combinetion with a 
soung recorder er roprocucer end onerating rechanism 
for covieing the seid rreoorder or reproducer to trace 
aaviral line on the tahlet, ean eloneated cylindrical 
tablet-holder aunported and Sournaled pe that the 
tubular tablet can bo placed on the same, substane- 
tially as cesarited. 

@&, The comb mation, with s tubular tablet, 
of tha tahlet-holder for supporting and rotating 
the sons, substantiolly as desoritad,. 

The specification and drawing of the patent es- 
peolelly figure 1 and 2 end { show a metal oylinder, Upen 
this ovlinder is fitted the tablet as shown in seid fig- 
ures i, 2 and 5, it is hold by friction against rotation 


and can only rotate with the oylinder, 


This construction is present in the said cylin- 
@ar graphophons maohine "Exhibit 1, ¥. o. Fe" and 
in wy opinion the structure of the Sth ané 6th claims 
and eech of them, is identical with the structure present 
in the said evitnder graphophone rz.chine. 

I am aware that said eleims 6 and 6 are combins- 
tion clsing but as the devices in question form easential 
wamberrn of said semhinations and can only be used in 
connection with the ether members of the said combination 
I am of opinion that they are covsred by said claims. 

Another improved feature is iljustrated and de- 
soribed end claimed in the suid patent 341,288 and found 


in the cylinder graphophons machine "Exhibit 1, F. %. Fe® 
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which consists in a machine comprising the following ele 
enonts namely, @ hollow cylindrical self sustaining tabict, 
& tablet holder, a feed screw, gearing for rotating the 
saic screw, a hinged frame for controlling ania screw, tho 
recording and reproduoing instruments mounted on w standard 
and a currier provided with a divided nut. 

The improvenents are simmarized in the  Zeulowane 
claims: 


14, The oormbination, with the tablet-holder, 
ths sound-recordar, end the feod-soraw, of gearing 
between said holder"end feed-screw for revolving the 
latter at a slower speed than the former, substane 
tially as described. 


15. The combination, with the tablet-holder, 
“pound recorder or reproducer, feed-sorew, and gearing 
for revolving the screw, of the carrier for the recore 
aer or reproducer provided with a divided or partial 
nut for engszing seid screw, substantially as de- 
seribed, 


17. The combination, with a fecd-screw and a 
sound recorder or reproducer, of the carrier for 
the sound recorder or raproducsr sneaged and alse 
supported by said screw, substantially es described, 


29. The combination, with a tablet and « tablet- 
holder, of the feced-screw, a carrier mounted on seid 
screw, and the recorder supported on said carrier 

. and resting against the tablet, substantially Bs de- 
scribed. 


22, The coubination, with a tablet-helder, 4 
feed-screw, gearing, and an instrument, the ro-pro- 
ducer, for example - engaged by said screw, of stop 
mechanism for putting the feed-screw out of action 
and at the same time lifting tho instrument clear 
of the tablet, substantially as described. 


‘61, The combination, with the reproducer- 
earrier, of the reproducer mounted on « standard 
hinged to said carrier, said standard being provided 
with a thumb-piece or devioe, whereby the raproducer 
can be held up in placing the reproducer on and in 
removing it trom the machine, substantially as de- 
escribad. 


Referring to the drayings and spcoifications | 
on the one band and to the said oylindor graphophons mre 


$ chine marked "Exnivit 1, F. %. F.%0n the other hand, and 
= = - 
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considering the subject matter embodied in tho claims 
above quoted, I find that there 46 e hollow cylindricel 
self-sustaining tablet, & tablet-holder, a feed-sorew, 
ing sor rotating the said feed-ecrew, a hinged framo 7 con- 
trolling said scrow und a recorder and reproducer mounted 
on a standard,and a carrier provided with a divided nut. 

There ara structural differencos between the 
apparatus covered by said claims and the said cylinder graph: 
Gphone machine "Exhibit 1, Fe o. F." but such 
differences as exist are of a character that make the said 
cylinder grephophons machine practically the same epparatus 
as covered by said claims. Whatever changes there are are 
meohsnicsl differences which are equivalent ror the mochan= 
dsm shown in the patents, 

In ry opinion the structure ceyored by the above 

quoted olaims ané the cylinder zraphephone are identierl. 
In expressing this opinion I am conscious of the fact thot 


the tablet-holder mentioned in the ebove claims is a cyle 


indrical holder of uniform diameter, while in "Exhibit 1, 


Fe. Ce Fe. a tapering holder performs the samc 
function in supstuntially the same ranner, [ft is clearly 
an mechanical equivalent ‘and I se also conscious of the fact 
chet the gearing for revolving tho Paed-screws mentioned 
in the above claims and specification consists ef a train 
of friction wheels, «hile in the graphophone machine « tyain 
of gear wheels perform the same function in substantially 
the same minner. They sre clearly mechanicel equivalents. 
Iam aware thet said claims 14,18,17,19,22 end 61 are 


comhination claims, but as the devices in question forn 


esséntial members of said combinations and oan only 4 
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used in connsotion with the other members of the said ccm 
dinations, Im of the opinion that thoy ary covered by 
said olnins, 

In ry opinion the rtructure summarized in 
th. above quoted olaims aro equivalent to structures found 
in said cylinder sranhophone "exhibit 1, F.C. ¥." 
There are structural differenoss botwoen the ap wratus 
denoribed in the patent snd tha sald aylinder graphophone, 
but such differenoess as exist are of such n gharacter that 
maka tho said cylinder grapho;hons practionlly the sane 
apparatus aa deseribod in the patent. Thatever changes 
there are are michunical differonoes which are equivalents 
for the m3¢haiisa coyored hy thn clains. 

Referring now +o the resroducing device, cormenly 
known as the "reproducer,” I am of the opinion that the 
structure praesent in the reproducor marked "Mxhidit 2,¥.0.2. 
dn. covercd by claims 19, 20, 22, 927,25, 24, SE,87 uné Sh. of 
atent No. 341,214 
t.- keine read es follawn: 

28, «The combination, with « reproducing style, 
of & mounting thersfor, which loaves said style free 
to mve laterally, anc thorety adjust iteslt automate 
deslly te « scund-record, substenticliy ts doserited, 

RO. The roproducer lcosely mounted on a suitable 
support, so thet the reproducing-style 1s capable of 
& Jeteral movement, cai ray in consequence thereof? 
adjunt itself? automaticzlly on the racord,rubsten- 
Liwliy as dasoribed, 

21, Sha renreducar mounted on a universal 
Scint and held againet the record by ylelding presse 
ure, substantislly os desoribed, 

a2. The oontination, with » grooved tablet or 
ether body having « sound-record formed thearein,ef 
@ reproducer having a rubbing-style leossly mounted, 


so that it je free to move laterally, and thus ad- 
gust itself to the croove, sunstanticlly as described, 
23, The contiration, xith the teblet or otrer 
body having the rcund record formed therein as an 
-1Ne 
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irregular groove with sloping walls, of a reproducer 
having a style for rubbing over said record and roun- 
ted on a universal joint, subatantially us doscriboed. 
24, The combination, with & sound-reoord 
formed in wax or & wax-like material, of a raproduccr 
having a rubbing style for receiving sonorous vibre- 
tions from said reoérd, substentially as desoribed, 
36, Tha reproduccr mounted upon a hollow stand- 
ard which forms e& seuni-oonveyer, substontially as 
deseribed. 
37, The reproducer mountes on a hinged arn, 
and provided with a sound-oénveyer, extending length< 
wise of said arm, substantially es deserived. 
38, tha reproducor mounted on a hinged arn, 
and provided with a sound-convyeyor extending length- 
wise of said arm, and cernsot\ed at the hinge with an 
exterior sound-conveyer, sibstantially as described. 


Referring to the specification and drawings of 
the patent and the weds eyitnder graphophone reproducer 
marked - "Exhibit 2, F, S. F.® wo have the reproduse 
er, & mounting therefor which leaves the reproducer style= 
free to move laterally, thereby adjusting itself autormtice 
ally to the rscord, a universal joint permitting the ree 
producer to be held aee.inst the record by yielding presse 
ure, a style on said reproducer loosely mounted for rubbing 
over the sound record and recciving sound vibrations, 4 
hinge and a hollow standard which forms a sound conveyor 
on whish the reprodueor is mounted. 

I am aware that said claims 1%,20,2) ,22,55,24,56, 
37 and S& ere combination claims, but as the devioss in 
question form essential members of said combinations and 
can only be used in connection with the other rembera of 
the said combinations, I am of opinion that they are ocvered 
by said cleins. I note that claim 19 usee the exnression 
"style-face to more l=terally® but I ‘am informed that in the 


Originul specifications it is "style-free to move laterally? 


alle ’ 
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Referring now to the recording device commonly 
known as the "rocorder,® I am of the opinion that tha 
structure present in the reoorder marked "Exhibit 3, “. G. Fe® 


de covered by claims 3, 4, 5,6, 30,51,32,33,34,and 36. 
ft patent No. $31,214 ‘ . 
the oleiss read as follows: 


3, "he vibratery outting-style of a sound 
recorder, substantially as described. 


4. The outting-style, in combination with a 
support pormitting the same to be vibrated,and means 
for impressing sonorous vibrations thereon, substan- 
tially as desoribed. 


8 A vibratory ocutting-style, in combination 
with a sound-conveying tube for conoentrating the 
sound-waves upon the style, substantially as described 


6. <Avibratory cutting-style, in combination 
with a tablet or other solid body in which the record 
is to be cut, and mochaniam for supporting the same 
and moving it with reference to the said style, 
substantially es described. 


30. The sound-reoorder having e vibratory 
eutting-style held agianst the recording materiol 
by yielding pressure, substantially eas described. 


31. The recording instrumsnt having a vibrae 
tory cutting-style and mounted on e hinged arn, 
substentially as desoribed, : 


32. The combinatien, with the tablet or body 
_ an which tho sound-record is to be made, of the 
recording-instrument mounted on a hinged arm and 
resting by gravity against the tablet, substantially 
es described. , 


33. The recorder mounted on a hollow arm or : 
standard, which constitutes also ea sounc-conveyor, 
substantially as described. 

34. The recorder mounted upon en are or stande 
erd hinged to its bracket or base, and provided with 5 
gound-conveyor extending lengthwise of seid arn, 
substantially es described. 

35. The recorder mounted upon a hinged ara, 
and combined with a sound-conveyor which extends 
lengthwise of the arm, and is connected at the hihgo 
with en exterior sound-convcyor, substantially as 
described. 


Comparing the devices described in the above 
quoted claims Hos. 3, 4, 5, €, 30, 31,32,33,34 and 35 with 


the said cylinder graphophone recorder marked "Exnivit 3,%.0.F." 


an 
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I find that there is a vibratory cutting style, 


a support permitting the game tc be vibrated, moans for im- 


pressing sororous vibrations thereon, « round conveying 
tubo for concentrating the sound waves upon the style, a 
vibratory cutting stylo hela egainst the recording matorial 
by yielding pressure ard mounted on a hinged arm, « hollow 


arm which constitutes a sound conveyor, and a recorder 


mounted upon a hinged arn and combined with « sound conveyo 


which extends lengthwise of the arm, and connected at the 
hings with en interior sound conveyor. 


Im my opinion the structure summarized in the 


_ebove quoted claims are equivalent to structures found in 


z= 


the cylinder graphophone recorder marked "Exhivit 3, Fe. Ce. re" 


There ere structural differences between the device des~ 


cribed in the patent and the said cylinder grephophone 


recorder, but such differences as exist are of such & char= 


\ 


actor that wake the recordsr practically the sano device 
@s covered by said cleims. Whatever changes there are, 
ere mechanical differences which are equivalents for the 
mechanism shown in the clains. 

I am aware that said claims ‘. 5,6,32,34 and 
55 are combination claims, but as the dsvices in question 
form essential mombers of vat cembinations and can only bo 
used he connection with the other members of the said cori- 
binations I am of opinion that they ara covered by said 
clains. . 

TI have examined the cut or engraved cylindrical 


record marked “Exhivit 4, 5. Ss 7." and find it 


to be a tubuler self sustaining tablet in the form of a solid 


vody with an exterior surface or coating of a wax-like com . 
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position having its surface cut or engraved with narrow 
lines of irregular or varied form with wariable cross 
section and in the shape of a groove with sloping wo): 
corresponding to sound waves, The substance composing 
this tablet js wony and slightly cohesive and appears to 
consist of wax-like substance ruch as a compound composed 
of beoswex and parafine. I alco Lind that the record {3 
of such & character that it can be mounted or placed on 
@ graphophone mandre) and hold by fiction ecainst rotation 
end ean only rotate with tho mandrel. 

Referring now to the Bell & Tainter patent Ho. 


341,214 I quote fron line 9 on poge 1 of the specification 


the following: 

Tnis invention relates to the formation in «. 
eclid substencs, of elevations and depressions, or 
ether inequalities correeponc¢ing more or less por- 
fectly to the ferms of sound-vibretions, and the 
reproduction, by moans of suoh inequalities, of tho 
g£ounids represented by then. 

The invention consists, first, in the forrne 
tion of the record or “phonogrem,® as it has heen 
called, by meens of e cutting-style which is vibra- 
tea by ths soundewaves or strnorous vibrations to be 
recorded, The vibrations may bs impressed upon the 
style directly by the impast of the sound=wavos upon 
aome device mechanically connected with or carried by 
the cutting-style or its support, 


and I furthos quote from line 69,page 1 of the specificae 
tion the following: 


"The dinvention consistsa, secondly, in engrave 
ing or cutting the record in e® waxy or amorphous 
end slightly cohesive substance. Preferably, e com 
pound cf beeswax und parafine (the letter in excess) 
is employdd. This compound has no tendency to clog 
the style, but is readily removed thereby in chips 
Gr shavings. This part of the invention also con- 
sists in & recording miterial composed of a wax 
er waxy surfacs on @ papor or pesteboerd foundation. 
Heretofore it hee been proposed to use soft paper 
gaturated or coated with parafins es the materisl 
for recording ty the indenting method; but its use 
‘doos not appear to have been successful, and an outer 
layer of tin-foil was therefore employed to receive 
the indentations. 


=l4= 
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The invention c nsisis, thirdly, in cutting 
er engraving the record in the form of a groove with 
sloping walls, *he scund-wavesp being represented by 
elevations and depressicns at the bottom of the groove 
or otherwise. The adventage of this form of record 
is that it forms an efficient guide to the reproducing 
style. 


The record cut cr engraved in a wex-like mater~ 
izl as described in the patent No.341,214, in suit, is 
defined in claims 7, 8, 10, 12,17 zn¢ 18, of said patent, 
and in claim 37 of patent £341,288 while the mthod of 
forming the tablot is defined in claime 9. 15 end 16 of 
the vatent #341,214 in suit, which claims are es follows: 


"9%, &k sound-record consisting cof a tablet or 
other s0l4d body heving its surface cut or engraved 
with narrow lines of irreguler or varied form core 
responding to sound-waves, substantially as described, 


8, A sound-record consisting of a tablet or 
solid hody having its surface cut or enzraved With e 
mumber of lines of variable cross-section, the irreg- 
wlarities of variations corresponding in form to 
sound-waves, substantially ab described, 


30. The sovnéd or spssch record cut or engraved 
in wax or @ wax-lik. composition, suvstantially as ¢ 
eescrited. 


12. The sound or sveech record cut or engraved 
in a wax-like composition, such as the compound of — 
beeswax and parafine, substantially as described. 


1%. The sound=record in the form of an irregue- 
ler sroove with sloping walls cut in solid material, 
subsiantially as described. 


18. The sound-record cut in wax or wax-like 
composition in the form sf .an irra-ular groove with 
sloping walls, substantially as described, 

37. <A recording tablet consisting of a hollow 

cylinder provided with a wax or wax-liko coating and 
having a seund-record cut in said coating, substen- 

‘tially as described. , 


9. The method of forming e sound or sppech 
record which consists in engraving or cutting the 
pamwe in wax or & wax-like composition, substantially 
as described. 


15. The method of reking = sound or speech 
record which consists in entraving or cutting in the 
recording material an irreguler groove with sloping 
~15- Raymond R. Wile 
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walls, the shape of the groove representing the 
souné-vibrations, substantially as described. 


16. Tho mothod of making a scund or speech 
recérd whioh consists in cutting in the recording 
materinl a groove, with sloping walls and of vari- 
able cross-section, the variations corresponding 
in form to sound-waves, substantially os doscri*ed. 

In ny epinion the eut record markeé"Rxhivit 4,F.0.Fs" 
ds covered by each of said olains. I am aware that clain 
37 of patent 341,288 refers only to‘a sound record eut in 
@ wax or wex-like coating, and that the cut record marked 

"Exhibit 4, F. 0. F." is made throughout of a woe 
like material; but I consider it to be immaterial aos to 
‘what the backing of the tablet is, s0 long as it has « 
vax-like coating in which the sound record is cut. 

. I have examined the cylindrical record blank 
marked "Exhibit 5, F. oO. F." - ° end find thot 
it consists “se & hollow tubular self-sustaining eyiinaer 
heaving a surfece of a wax or wox-like materiel such &5 & 
composition of — and parafino suitable for recording 
sounds er sonorous vibrations, which if placed on the 
mandrel of e graphophone would be held by friction egainst 
rotation and would rotate with the mandrel of the machine. 
IT also find that by plecing # record blank of this kin’ 

. On & graphophone and placing the recording point against 
the blank, the recording point would slightly ponotrate 
the wax-like composition. Upon starting the machine tho 
record blank would be turned and the cutting stylo will 
eut or engrave 6 spiral line in the wax record blenb,. 

Referring now to the Tainter patent Yo. 342,288, 

I quote from line 15 page 1 of the specification, the fol- 
lowing: 


First. A new recording-teblet is employed. : 
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It oonsiste of a hollow-cylinder or tube of 
paper, or other suitable material, coated with wex 
er wax-like comporition, preferably a compound or 
mixture of beeswax and parafine. The record is cut 
in the coating. The advantages of this form of tablet 
are that it may be very light while having euffic- 
dent stiffnese to retain its form and evoid the danger 
of! cracking the coating, that it 1s compact and edap- 
ted for transmission through the raila or otherwise, 
that the recording-surface is continuous, and that it 
oan very readily be placed en end removed froz tho 
holder by which it is supported and rotatsd in 
recording and reproducing. 


4nd from the Béll & Teinter patent No. 241,214, I quote 
line 14 of page 4 of the specification, which reeds as 
follows: 


In ordor to place the tablet in the machins, the 
recorder H is turned back out of the wey. When the 
tablet has been secured in place, the recorder is 
turned forwerd inte the position shown, the style 
resting egeainst and slightly penetrating the wax 
coating. A penetration of one one-hundredths of an 
inch has been found very effective, ‘the style teing 
formed of No. 16 wire shaped at the cutting aha as 
in Figs. 5 end 6. Upon turning the fly-wheel & 
the disk B and tablet F will be turned, and the style 
12 will cut or engrave a spiral lino in the wax coat- 

- Ang of the tablet. If one telks into the mouth- 
piece 1, the style will be thrown into vibretions 
corresponding to the spoken words, and the engraved 
line'will he of verying character, the inequalities 
or variations from uniformity representing the 
forss of the sound-weves, 


fhe record blank as described in the patents in 
suit ebove referred to, is defined in claims 11. and 13 of 
patent No.341, 214 and claims 1, 2, 3 end 4 of patent No. 
341,288 which read as follews: 


; ll. The recording-tablet of a phonograph or 
sound-recording mechine, having as the material 
for récording-sounds er sonorous vibrations the 
composition of beeswax and paraffins, substantially 

as described. 


13. <A tablet or body for recording sounc]= 
vibrations, consisting of a paper or pasteboard 
foundation and « surface-coating of beeswax ahd 
parafine compound, substantially as described. 
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“3, A resordine-tabdlet for a phonorreph, cone 
aisting of a rollow cylinder provided with a wex 
or wax-like coating for receivir the sound-reoord, 
eubstantieally ss deserihad. 

2. A-recerding-tabdlet consisting of e hollow 
cylinder of paper provided with a wax or wax-like 
coating, substantielly as described, 

3, The rocording-tablet consisting of a hollow 
paper cylinder ceated with a composition of beeswax 
and pxrafine, substantially as described. 

4, A tubular self-sustaining tablet for re- 
cording seunds or sonorous vibrations, evbstantially 
as desoribed. 

In ny opinion the said record blank is covered 

by the said cleins. I an aware that in claims 11 and 13 
of patent No.341,214 and claim 3 of patent 341,238 the 

’ 
ccrmposition or the surface of the tablet is desoribed as 
of baeswax and parafino, but I resard any wax-like compound 
to be equivalent to that compound. I am aleo avnre that 
in claim 13 ef patent 341,214 and 2 and 3 éf patent 341,268 
the foundation of said tablet Je deasribod as boing of. 
-paser or pasteboard, but I regard eny foundation of suf- 
ficient rigidity properly to support the wux-like surface 
of the teblet, to be an equivaleat to paper or pasteboard, 

I have examined the cylinder moulded record 

mark od "Exhibit 6, F. ©. F." and find thet it 
consists of se hollow tubular self sustaining cylinder of a 
waxelike material haying @ sound record formed therein, 
consisting of an irregular groove with slopine walls. 
Referring now to the illustration and decoript- 
ion contained in patent No.341,258 in suit I am of tho 
opinion that thsy were merely intended to illus*rats the 


inventive ideas without defining the limits of the invene 


tion. This is very clear, as the patent states, in 


Raymond R. Wile 
Research Library 


line 57 to 67 page 9, that 
In the foregoins description of the machine 
shown in the drawings, dimensions, proportions ,mater- 
dala, and other details of construction are rventioned 
with particularity for the purpose.of enabling othorsa 
more readily to make ond use the now improvencnts, 
and not as limitations of the said improvenents, 
isinco it is obvious that mocificutions can be made 
in details without departing from the spirit of tho 
invention, and that parts of the invention can te 
used separately. 
And in the specification of patent 341,214 line 10l,page 
1, in referring to the reproducer which is an element in 
claims 22, 23, and 24 of that patent, it is stated that 
"The reproducing-style, mountcd as just ex- 
Plained, is specially adapted for use in connection 
with a record in the form of & groove with sloping 
walls, and this combination is specially claimed; but 


it my also be usefully employed in connection with 
other forms of reocord.*® 


From this it is epparent that more modifications 
in details which still preservo the spirit of the inven- 
tion were clearly contemplated by Prof.Tainter, and clains 
22, 23 wit 24 of patent No.541,214 were evidently pnrased 
with the idea, namely, that the invention is broader in 
scope than the particular kind of record shown end de- 

‘seribed in the patent, and is, so far as these claims are 
concerned, clearly intended to include any form of tablet 
which hes a sound record formed therein. 

Referring now to thea moulded records, I am of 
the opinion that features shewn in said moulded record 
"Exhibit 6, F.C. Fa" are covered by claims 22,23 
‘and 24 of said patent. 341,214. vhe claims read as fol- 
lows: 

22, The combinetion, with a grooved tablet 
or other body having a sound-record formed therein, 
of a reproducer having «a rubbing-style loosely moun- 
ted, so that it is free to move leterally,and thus 


adjust itself to the greove,substantiolly as desoribeeymond R. Wile 
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23. The combination, with the tablet or other 
body having 4} 0 sound record fomeed thevoin as an 
drreguler groove with cloping walla, ef a raproduser 
having a style for rubbing over said raosrgé ac 
mounted on a uniyorsal joint, substantielly as 
Vescribed. 

24, The combination, with a soun¢-record 
formed in wax or # wox-like material, of = repreducer 
having a rubbing style for recsiving sonorous vibre- 
tions from said reccre, substantially as deserlbed. 

I am awsre that said cleins are combination 
claims, but, &s the device in question forms an essential 
menber of said combination and is especially made for 
use in eiatiinn with the chee emia of sei combin~ 
ations and can ba used only in connection with them, I 
‘am of the opinion that it is covered by seid claims, 

I have examined the diso srenhophonos marked 

"Exhidit 7, i 0, F," and find it to bs an apparatue 

tor reproducing epecch and other sounds, and which consists 
of a revolving table supporting ths record. The tablis 
being driven by = spring motor, e::. the rachine being pro~ 
vided with a loosely mounted reproducer resting by grevity 
upon the recoré. The reproducer proper, that is the frent 
or head with its supported style and diephrsem, 4s earried 
at ono eng of the arm which is connected to the fremsa of 
the re.chine by s universal joint. This mounting, consti- 
tuting «a universal joint, is s0 arranged that the stylus 
is left free to move Jaterelly and thereby adjust itself 
avtomtically te a sound record and is hele against the 
record by yielding pressure, 

When the record operates in conhination with 
the mohino, there is an irregular groove with sloping 
Wazls gqombined with e reproducer locrely mounted 
on @ universal joint and free to move tetenoIy ae that ~ . Raymond R. Wile 
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{ 4+ oan automatically ndjuet itself to the record. 
| Referring to the specifioe construction eof the 
reeprodwoer, I find that it conniate of a metallia frene 
or head having 6 diaphragm of mic. secured tharrin, and a 
flat motnl spring securcd sb one cid to the frame of the 
repreducer and heaving a rigid conneotion with ths diaphresg 
% thea spring eleo heving the atyle connected to 4% by & est 
sorev, which style projects outside of or poyond th edge ‘ 
ef the instrument. 

Referring now to the Poll & Teintor patont 
Ho. $41,214, I find in line 76 on page 1 of the specificaze 
tion the following: 


‘3 *The invention conaiets, thirdly, in cutting or 
engraving the record in the form of & greocve with 
sloping walls, the sound-sé.vea baing represtntsd by 
sisvations and deprossionz 2% the bettom of the groove 
or otherwise, The advantags of thig form of reesord 
is that it forms on afficient guide to ths vepraaee 
cing style. 

Tho invention ccnsists, fourthiy, in loopciy 
mounting the raproducingestyle so that Jt can readily 
_ be guided by the reoord. Preferably the renrosuer 
ing-style, or rather whet ray be aalicd tho "hoad® of 
the reproducing instrursnt, is mounted on a wniversal 
joint, and the style is prapeed aginst the record 
by the yielding pressure ef & spring or wolghs. 
Practically in the instruments mds by us the presse 
ure is cue to the waight cf ths instrusont,nodificd 
by the elenticity of « section of soft-rubber tubs, 
which supports the name ani constitutes a universsl 
Joint; but evidently there are rany devicea which 
oan be unad to mount the reproduear, eo thet it is 
; free to follow the zouri | sard er phonogram, and 
7 . which, therefor, would to within the spirit of the 
; invention. The re=preducing-style, rounted as just 
expleined, is spceially adsptad for use La connection 
with a record in the form of e groove with sloping 
walle, end thie coxuhinatisn is spoosnily claimed; 
but it my also ba usefully employed in onnnection 
with other forms of record." 


* 


Ami linos 66 te 4 cn page 4 of the speoification, the 


following: 
*Shera exists alvsya @ liability to dissrrangee 
meant in sens part of the mohine aither in the recordé« 
ey ay the aupport therefor or the reaording=-tablet 
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. 


er its support, or if there be no disarrangement 

it wonld bo difficult to insure that the reproduc- 
ing-style should touch the record precisely at the 
proper point if the reproducer be held rigidly. 
Tifficuliies on these acoounts are avoided by the 
loose or flexible moun‘ ing of the reproducer, the 
style automatically adjusting itself to the proper 
place on tha record. It will be soon that the ro- 
producer is mounted on a univereanl joint, s0 that 

it can move in eny direction. The movenont parallel 
with the facd of the tablet would, howover, by itsecif 
allow tho style to follow and adjust itself to = 
record to a useful extent.® 


In my opinion the foatures thus disclosed in 
patent No.541,214 are covered by claims 19, 20, 21, 22, 
23 end 26 of said patent and are identioal with the struct- 
ure present in the diso graphophone marked "Exhibit 7,¥.7.¥." 
The claims read as follows:~ 


29. The combination, with a reproducing-style, 
of ® mounting therefor, which leaves said style free 
to move laterally, and thereby adjust itself auto- 
satically to a sound-recerd, substantially es det 
scribed. 


20, The reproducer loosely mounted on & suite 
eble support, s9 that the reproducing-style is capable 
of a lateral movement, and may in consequence thereof 
adjust itself automatically on the record,substan- 
tially as described. 


21. fhe reproducer mounted on a universol 
joint and held against the record by yielding pressurg 
substentially es described. 


22. The combination, with e grooved tablot or 
ethor bedy having « gound-record formed therein,of a 
Yreproducer having a rubbing-style loosely mounted, 
so that it is froo to move latereally,and thus adjust 
itself to the groove, substantially as described. 


25. The combination, with thea teblet or other 
body having the sound record formed therein es an 
irregular groove with sloping walls, of & reproducer 
having a stylo for rubbing over said record and 
mounted on & universal joint, substantially as de- 
socriped’. 


25. A roproducer having e style projecting 
beyond the edgo or end of the instrument, so that 
the position of the point of the style on the record 
may readily be sean, substantially as dezcribed.*® 


I find in the machine referred to the construction 
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defined in cietun 19, 20, 21 and 26 of patent ho.341,214 
in sult, and whon said machine is cosine’ with ea record 
Y also find the construction defined in cle’ s 22 and 

23 of said patent. 

‘ There ere structural differences between tha 
epparatus described in the patent and the maid dise ma nine 
but such differences as exist ere of & charactor that make 
the said dise r-chine com within the claims of the pat- 
ent. Whatever changes there are are mechaniosl differen- 
ces which ere equivalent for the snchanton ehown in the pat- 
ent. 

I note that claim 19 uses the expression *style 
face to move laterally;" but I am informed that in the 
original specification this is “style free toe move 
laterally.® . 

I have | the diss graphophons record 
marked "Exhibit 8, F. O. Fe" end find it to 
be a record made on a dise of hard rather or some sire 
ilar material, having @ sound record formed therein Gs an 
irregular groove with sloping walle which when acting in 
conjunction with a reproduosr reproduces sound, 

; Upon carefully examining the record dise, I 
find that the spiral sound groove thereon has sleping 
walls, that is the groove in cross seotion is V shapod 
with the point of the V slightly rounded. It is therefore 
the kind of sound groove for which Bell & Tainter de~ 
sscribed their loosely mounted or floating reproduser 


as being specially adapted. 
9 B3~ 
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R«ferring now to the Boll & Tainter patent Ho, 
341,214, I find claims 22 and 23 of eid patant read ag 


Lollon 
"22. The co dination, with a grooves tablet or 
other body having « sound-recérd forned therein, of 
& reproducer heaving a rubbing-style,locsely mounted, 
so that it is free to moye laterally, ond thus adjust 
“Ateelf to the groove, sudstantially an described. 

, 83, The combination, with the tablet or other 
body haying the sound record formed therein us an 
irregular groove with sloping walls, of  reproduocr 
haying a style for rubbing over said record and 
mountad on @ universal jeint, substantially as de- 
scribed. = 


When the record marked "Riitit 8, Fe. c. F." 
Operated in combination with thea meshino marked "Exc:ivit 7, 
Fe - C. - F." I find the combinations described 
a= said claims. . 


| ‘ In ry opinion and for the reasons stated paid 
Gise record is covered by tho said claims. I am aware 
that the said cleime are coubination olains, but, as the 
device in question forms an assential member of said com 
hFbinations and 4s especially made for use in connootion 


with the cther members of said conbdinations and can be 


used only in connection with them, I am of the opinion 


that it is covered by gaid olains. 


In this deposition I have in certein instances 
used the npecifications of each patent to Lllustrate 
some of the claims of the other, I have dono this as the 
patents were taken out at the name tima, by the same pate 
entee, «nd the complete cormercisl grayhophono includes 
devices described in each. They also illustrete the con- 
temporaneoun art. 
Sworn te and subscribed befors : wv. 4 ae 
ms this 3,26 day of Jan= 3 Rad KC. rockin 
vary 1905, at Newirk. al ! $ : 
idet: thes 
Volo fat 


~ntn ®t YES. 


Res 
i 
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UNITH STATES CIRCUTY CORT 
DIATHECT OF R.ONK ISLAND. 
RET TN 
New England Phonograph 
Company, at #2, 
Conpininants 
sand 


Tna Dayson Company, 
Delandiat. 


State of Nav Jarasy : 
) 58 
County of Hesex : 


FREDARM(K G. FISCHER, of fni2 
age being duly avorn on his 
oath daposeth and saith: IT reside in the City of Hevark, 
County of Basex and State of Hew cersoye. That at the 
request of Jeuios VY. Purdy, Jr. Zsquirc, Counsel ef the 
above naneé complainant», I, on the ninth day of January, 
now instant, vinited tno store of the above noned defendant 
(a corporation 4noorporated under ‘ie luwa of the Gtate of 
Rhode Island) situate and knowm as No. 7% Wostuinster Strast 
in the City of Providence, Rhode Isiand, aforcantd, where 
the said defendant carriss on & largs buainess as dealers 
in bicycles, suns, Clahing tackle and sporting goods of 
eyvary desortption. F 

That on the ecoasion of ny said vieit I asked she 
&tteondant at whe stere whether the said defendant Coupan:s 
Bold grephenhonéss made by the Anerdoan Graphophone Company, 
expressing ay desire to perohzuss some of that make. Pf 
was “4nformed 14 did sell such craphophones and waa taxon 
te a purt of ths said store where tre said defendant had 
then on view and for sale a large nimsber of ovlindor and 
disoe gravhonphone machines rade by the Ansriean Graphophond 
Ceapamy: she cylindsr mechines hayince fixed en gach machin: 
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@ metal plite atating the number of the machine and that 
the same hud been “uunufactured by the American Graphophone 
Company, Nev York, VY. Y¥. 3. 8. A." and the iso :acnines 
havine on each . nusber engraved on the works. Thot after 
ev,amining several] ef tir: sadd wuchines I purchased at the 
sald store one cylincer graprophone machiae bearing one 

of the plates hereinbefore referred to and marked anc 
numbered A. T. 267,360; one’ also one dise errvphophone 
mechine bumbsred 19917, Trat at the rame time I also 
puvchasad a reproducer and receiver to be used with the 
cylinder machine, twe cylincrical cut records, two cylin- 
@rical blank records, six cylinérical moulded records, 

and three ¢isc recorés: Treat for the said graphophone 
machines anc articles sc purchasec, I paid the sum of 
Forty six dollars ond fifty cents ($46.50) and reccived 

a bill of sale therefor from the caid fefencants stamped 
"Paid Jan. ©, 1693, The Dawson Co. by Me. S. F." 

That at the time of ewearinr this afficeyit the 
saic articles I so purchaaeé are produced 2nd shorn to me 
ang are marked by me for identifivation as follows: The 
saic cylincer graphophone macHine "Exhibit 1, F. c. F.® 
the roproducer, "Exhibit 2, F. °. F." the recorder, 
"Rxhibit 3, F.C. FP." the tivo cylindrical cut recerds, 
Exhivit 4, F. C. Fs," the tro cylindrical blank records, 
"Exhibit 5, F.C. F.,* the six cylindrical moulded records 
"Exhibit 6, F. c. F." the dine granhophone machine, “Ex- 
hibit 7,.F. %. F.* the three dise records, "Fxhibit 8, 
F.C, P." ond the said bill of sale, "Exhibit 9, F. 6. ¥."; 
the suid aveagilea s0 purchased and marked by me as afore~ 
said are’ the same articles as those referred to in the 


affidavit »lready made by this ceponent in this cxruse. 


Subreribsd and sworn to before me - : 
this 3a day of Jannary, 1903. edict h 
“4 
“ zt 


alae badhin 
oii |e 
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UNITED STATRS CIRCULT ZOURT 
DISTRICT OF RHODE ISLAYD. 


MEW pNCLA D PHONOGRAPH COMPATY, 
et al, 


Cormleineunts, 


-Vi- 


PHILIP MAURO being duly sworn deposes and says: 
I am of? counsel for the American Graphophone Company, 
which hes been joinec as party complainant herein without 
its consent, 

I was counsel for tnat comcany in its suit e- 
geinst the New Zngland Phonogrern Company referred to in 
ye Dill of re and exnidits, and am faailiar with 
all proceszsinzs therein, 

The issue in thet cxse was waetrar or now tne 
New England Phonograpn Company infrinzed the Bell ana 
Tainter patents by using and selling Fdison phonosrapns 
and records, in that suit and in other similar suits 
brought by tne American Grapnopnone Company and defended 
by the Edison Phonograph Company's interest, the defendants 
Claimed that the Ritnon Company had a rignt to manufact- 
ure and to sell through its dealers, unaer certain con- 
tracts which had not becn put in evidence here the goods 
complained of, There was no question in that case aor in 
any otner, of the rignt of the American Graphopnone Com- 
pany to maurscture and sell its sraphovnones and records 
in tne New Ensland Stétes and elsewhere in the United - 
Stated. The main case in the above litigation was 
tne suit of the American Graphopho: Compan vs. 


2 
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Fdison Phonograph Works in the United States Circuit 
Court for the District of New Jersey. This cise cane be- 
fore Juase Acheson upon the plea oi iascense supper. cea 
by the papers above referred to and upon full procf, ana 
he- decided (68 Ped. Rej).451) that Lippincott hed no right 
under x eontractswith the American Graphophone Company te 
erent liscenses affecting the vetents of that comveny hi: 
rignts beins personal ana wisi transferable, 

That case proceeded to fine l‘hearins on. full 
proofs before the late Judge Green in Septen er 1856, and 
ne éied leeving the case undecided, Thereupon the defen- 
dants svinitted to a final decree against then enkaved 
in Decenber, 1696, and secured a license from the Amer- 
ican Graphophone Company to menufacture and sell the said 
Fdison Phonograph under the Bell and Tainter patents. 
Tris was a fina settlement, the complainant receiving 
satisfaction for all past damases both for the meking 
end for the using and selling of the said FRdison phono- 
graphs, “in as much as this settlement emoraced the acts 


2 
erthees 


complained of in the sgid suit esninst the New Englend 
bBeccousion ol that case was drop- 


Puonograpn Company tn 
ped.. . 
he result of tie whole litigation therefore of 
-whicn tne Kew Englend Phonograuh-Company case was a part 
was that the validity. of the petent of the American Graph- 
ophone Company and its exclusive right to maxe, use and 


«lex 


sell thereunts was sustained, That company nas continued 
to enjoy, essert and maintain those rignts throushout the 
United States without question of its title in any lesa 
procecdins, 
It will Se observed that Judse Carpentier neld 
Pnonograpn . 
thet the New England /Cémpany could not be aenied the right 


. 
to carry out the provisions of its agreement with the 


; “2g 
= 2 = 
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North American Phonosraph vonpany, that is the ricnt °- 
Jease and use phonogrepns ands oDlies. On this prop- 


ositic there was & cont ict between the decision of 


al 
Judge Carpenter and Judse Acheson. 


The proposition involved ig the present suit 
whether the Nev Fngland Company could enjoin other 


selling and using sraphcophones was net considered 


Carpenter and was not in issue in the case before 


Sworn to before me this Philip Hauro : 


27 day ote, (22,7 
ee UVett teu SMitts 


(Le ool heel. Ho.16 7 


yy fork bul 


Raymond R. Wile 
Research Library 


UNITED STATES CIRCUIT COURT, 
DISTRICT OF RHODE 1SLAND, 


NEW ENGLAND PHOM IGRAPH COMPANY, $ 
ET AL, | . 
Complts.: 


: IN EQUITY, 
vs 


oy 


‘ 


THE DAWSON COMPANY, 
Defts,. 


Mervin E.Lyle being duly sworn, deposes and says: 

1 reside in the City of New York, and am Vice 
President of the American Graphophone Company. 1 have 
charge of the distribution of graphophones and supplies 
throughout the New England States. These articles, to wit: 
graphophones and supplies have been sold extensively and 
continuously py dealers throughout the ow Vadiant States to 
my Knowledge for more than ten years past, without the 
slighest attenpt at interference by the New England Phono- 
graph Company. At the present time there are several hun- 

aired dealers in the New Kngland States handling these arti- 
cles, 

The graphophones, graphophone records and supplies 
handled vy the defendant Tne Dawson Company were purchased 
sees the Coluwnbia Phonograph Company, General, the 

~.Sales agent of the American Graphophone Company and‘are 
manufactured by the owmer of the patents sued on and are 
licensed thereunder. 

The New England Phonogravh Company is not now and 
for many years past has not b2:n engaged in the business in 
selling or leasing talxing machines. 1t has nb place of 


business in said New England States as far as 1 know. 1 


x 
nab | 
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have no personal knowledge of the alleged contract netween 
> ' the North Anerican Phonozrarh Commany and tre “ew Wneland 
Phonograph Company Gated October 1l2tn, 166&, but can state 
that said New England Phonorrann Company has not carried 
on tne business of lausinz and selling zgraphonhones and 
suwolies defined in tnat contract for more than ten years 
vast. For tnat period and longer there “as been to ry know 
ledge no dealings between the Asnerican Grarnophone Connany 
| and the North American Phonograph Cempany, and 1. an informed 
and velieve that there never were any nusiness cealings 


or relations betws.:n those companies, Hesse H,Linvencott 


jgnmnsnt Tor the benefit of his creditors about 
the vear 1690, and died about 1894, The North Aserican 
Phonograph Company went. into the nands of a reesiver about 
1894 and is no lqnger in existence, The “ew England Phone- 
Zravn Company neve: made any attempt so far as 1 know, to 
2nforce the- rights it now claims against th: Aserican Grapho- 
ghone Company. “ 7 
Sworn to before me this Mervin E.lyle. 
a Asay of Wel, 1303, . 

Hl ttoul 5 Reber 

‘tii ALi: Ce OF 


(et) , dhe Yuck Cute ty . 
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UNITED STATES CIRCUIT COURT 
DISTRICT OF Chir, detoma 


RY SSGLAND PHIONOGRAPH : 
COMPANY, : 
COPLATNANT, : 

Vs. : IN EQUITY, 
Th Dauram Cerna, : 


DEFIANT. - 


STATE OF NEW JERSEY 


oe 08 oe 


COUN.'Y OF ESSEX 
according to law on his oath 


Bays: “I aa the president of the complainant, the New 
England Phonograph Company. I have been connected with 
that company as 2 director and officer since October ,1892. 
I om familiar with the ease of the Anerican Graphophone 
Company ageinst the New England Phonograph C°mpeny, it 
wes brought to restrain the New England Phonogreph Company 
from using end selling phonogrephs containing the inven- 
tions covered by the claims of U.S.letter patents 341,224 
and 341,288. - Whe validity of the patents ana the in- 
fringement was not donied by the defendant, but a plea wes 
interposed by it setting up the contract of Cetober 1%th, 
1888 as an exclusive license to the defendant to use and 
vend in the New Ensland States the inventions described in 
the petents enumerated in said contract. This plea was 
sustained ane the obuvrt decided that the New Ingland Pho- 
nograph Caapany possessed such exclusive ‘Pecnsts Soon 
after the decision was randered copies of it’ in circwar 
form were sont by mail to every dealer in phonograrhs or 
grephophones in New Ingland, end it was adverticed exten- 


Sivcly in the Boston newspapers. The seid circular was 
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5S. LEMUEL E.EVANS being duly eworn . 
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¥ CIRCUITS COURT OF Th USTED 2 STALE iA 8 


DISTRICT OF MASSACHUSETTS . 
IN BOUiiy. 


10M COMPANY 


ABRICAN CRA 


{ THR Hee ANGLATD PHONOGAAPH COMPANY LT AL. 


Pear rats 
OPTION OF Ui COURT. 
gune 15, 1636. 


CAPPANYEA, Mr vrict Judge. This 4s = vill in egiity to 
restrain ; an olleged intringenent of certsin letters patent 
for apperaius for recuruing end repreocicing sounds knom 
eas Graphopiiones. The resyoncents plead a license from 

the Cuspluinant ana incue nas been joinee end evidences hes 
been taken. I do not think it will be usefvl Yor me to 
detail the ergusents und conzicGerations which have been 
tuken into the account in determining the questions thus 
raised. I heve reached tre conclucion that the contreots 
mad by the complainant on the sixth day of August, 1888, 
with Jesse H.Lippincott amount to an adoption and ratifi- 
eation ef the Contracts = made by him end under which the 
respondcnts claim; and that the complainent is stopped to 
@eny the rights of the parties to those lest-neamed con- 
tracts to carry out the provisions the rsor. 


7 THe BILD WILT THORSPOR: EB ne DISSISSED. - 


Tiiis decision was not avpeeled from nor has it ever 
4 puci. Ovesr.ied. Ti contirms the Sole rights of The New 
| Burlend a Shonsereeh, § Co.for the sale oF PY icnocrephs, Gra-— 
phopoeaes and wncdr supplies in the New #ngland States and 
. all enlace in the same who act witout authority Prem us 
lay theuselves lieble to be mulcted in heayy dameges for 
ainfri: igeuent of our rights." ; 


Tre company continued its business fron that tine 
under the menugenent of A.u.Sampson, one of the directors 
wano bud theretofore been general manager. On account of 
lack of funds end the general depression of tho telking 


Machine trade that then existed, the conipany djd very 


. 1899 notified the Attorney General of Muine that the come 
pony hed temporarily ceased doing rotive business. It 
was therefore temporarily excused from filing onnual re- 


turns. The company has, however, always maintained its 
33 
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organization and maincvained an office at Gardiner in the 
Sete vf Maine, with George BRogera tho clerk of the cor- 
poration in charge thorecf, and has alwass weintadned and 
" agvoried ts said exclusive Jiccnse wider the Baie oon- 
tract of Cotcber lz, 1880. On October 22, 1902 the cou- 
pany formally resumed active business, cnd on January 15, 
1903 so notified the Secretary of i tote of Meine. The 
said compeny Lurther aseerted its rights by sendinc to 
every cGaler in phonogrephs and phonpgreph recorés in New 
“Fngland, on or ebout February 15, 2901 2 cirevlur as 


Lollecte : 


*T:PORTAY NOVICE TO DEALERS DI PHONOUSAPHS A.D SUPPLIES. 
THE NEY ENCLAND PUOUOGRMPH COMPANY. 
OFSICE OF SECRETARY, ; 
933 Park Row Building, 
25 to £1 Park Row. 


SSHEEDHAe 


- 


New York City, February 15, 1901. 


Kotice is hereby given to all persons using, buying 
or selling Edison Phonographs, Records and Supplies, within 
the Stetes of Maine, New Hampshire, Vermont, Massachusetts, 
Rhode Island and Cennecticut, except through or by the con- 
sent: of the undersigned, the exclusive liccnsee under the 
patents ef Tnés.A.Ndison for the New England States, that 
they thereby render themselves liable to us for danages 
under our contract with the North Aucrifan Phonograph 
Cospany, of October 12, 18€8 (subsequently ratified and 
confirmed by Thos.A.Edison, the Zdison Phonogreph Company, 
the Edison Phonogreph Works and others) giving us the ex- 
clusive right to use, vend or sell to others, to use within 
the New England States, Phonogrephs and all the supplies 
necessary for the seme, util Karch 26, 1903, und for such 
further tine as is prescribed by the contract before ree 
ferred to. 

Procecdings in law have elready been instituted by 
this Compeny in the Circuit Court of the United States for 
the Diitrict ov New Jersey, agains: Thos.A-Eéison, the 
Edison Phonogroph Company, ths Euison Phonograph Works and 
the Nutional Phenograph Company, to enforce such exciusive 
rights, by injunction, and also for demnges and profits, 
and 611 parties infringing the sene are hereby varned that 
they must imcediitcly ccase so doing, or cnswer to km this 
coupiny in demeges. : 

The Kew Enclane Pnonocreph Compery having peid for 
dts exclusive license, before naned, the sum of $100 , 000 

ca 
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eash, which license is still in full force and effect, it 
da determined to enforce the sane strictly, und dealers 
who heve purchesed Phonogrephse and supplies from any of 
the shove nunied infringers, and who a@sire to continve 
their business and evcid trovble or legal proceedings 
should et orec communicate with the officers of this bou- 
pany, and obtein fra@a then authority to pursue their busi- 
ness vndcer ite sanction. 


THE NLY ENGLAND PHONOGRAPS COLWANY, 
By Bryce Ketcelf, 
Actin: President. 
Attestz 

L.5.Swans, 

Secretary. 
Slisha K.Caap, 
Louis Hicks, 
. ‘Of Counsel.*® 


ane in the Fall of 1901 4 suit was brought in the U.8 _ 
Circuit Court for the Districh of New Jersey by the Cone 
pony auszainst manufactur érs and dselers in phonographs to 
enjoin thcir use and sale in New England, without the 
consent of the Kew Sn,land Phonograph COzspony . 

Oa or about Decuber lst, 1901 a circular was sent 
to wll csalers in grazhophones and graphnophene records in 
New Snyland as follows? 

"NOTICE YO DEALERS Ii GRAPUOPNONE AND GRAPKOPHOID RECORDS. 
KEW 2HGLAND PHOWOGKAPE COMPANY, 
OFFiCH OF SECRETARY, 
52 Broadwey, 
Roen 424, New York, N.Y. 


New York, Deconner 1, 1902. 


Notice is heresy given to ell perzons usin: or sell- 
ing Grapnophones or Graphoshone Records within the Stcte 
of Maine, New Eempshire, Vermont, Eassachusetts, Rhode 
Island and Connecticut, except through or by the consent 
of the undersimed, the exclusive licensce for the New - 
Prigland Siates under the patents of Bell end Tainter, that 
they thereby rencer themselves Licble to us for domeres 
under our contract with tho North Amsricen Phorfégraph 
Company of October 12, 18388( subsequently estehlished by 
@ gecrce against the dneriecan Graphophone Company, rendered 
in the U.S.Circuit Court ver the Distriet of Massachusetts) 
giving vs the exclusive right to use end sell within the 

‘New Bigland States Grezphophones und Grapjophone Records. 

Tno Now England Phonogreph Company is determined to 
enforce its exclusive rights strictly, ond dealers engaged 
in the business of aelling Graphophenes and Graphophone 
Records, oan do so only by receiving & liccenee from the 
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New En land Company, and o-zring the ‘ollowing license feos 
é:4ch hawe deon established bv it. 
. BCIDULE OF LICHUISR FES. 


is Yealurs whose ‘annual gross sales of Graphophones 
and Graphovnone Supplies amount to §500, or less: Trenty- 
Live dollars per ycur. 
II.. Dealers whose annual gross splew aro between 
2500 ane $1,000: Fifty dollurs per year. 
Tit. Dealors whose ennusl gross sales are botween 
$1, 000 snd $2,000: One hundred dollars por yeer. 

IV. Dealers whose annual gross sales are betwoen t 
$2,000 and $3,000: One hundred ond fifty dcllars per year. 
V. Dealers whose annual Grozs Sales are between 

$5,000 end $4,000: Two himdred dollirs per year 
vi. Dealors whose onnual gross sales are betwoen 
$4,000 end 35,000: Two hundred and fifty dollers per year. 
*yII.  Doalera whose annual gross sales exceed the sum 
of $5,000: Three hundred dollars per year. 
NSY¥ BAGLALD PHOHOS? PAPE COLPANY 


L. E. EVANS, 
Presicent.* 


One of these was sent to the defendant in the above cause. 
I an informed that the American Graphophone Coapeny dliatma 
that the suit brought by if in the United States ‘Circuit 
Court for the District of Rew ; Jersey in sone wey aftects 
‘the rights of the New Eneiend Phonecreph Company. E 

Eom svfficiently fusiliar with that case to know that it 
did not, enc could not, affect the latter company's rights. 
The ecntriet 2 October 12, 1888 was not referred to in 


zs 


that case and tho detencant, the Odison Prenogreph Vorks, 
hed no contract with the North American Phonorreph Company 
- ef the character of said contract. By exaaining the de- 
cisions 4% will be seen thet Judge Acheson merely decided 
tht the contrects of August 1, 1888 enc October 10, 1888 
éiag not vest in tho defendant e@ license under the complain- 
ont"e patents, and thet the rights conferred by the cone 
tracts of March 26, 1888 and August 6, 1888 were personal 
to Lippincott. On the other hand Judge Curperter decidea 
that the contracts cf August 6, 1885 wagunted to an adop-~ 
tion and ratification of the contracts under which the 
Gefendants clein; an entirely dif ferent proposition. 
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I am acquainted with the general terms of the set- 
- -tlement of the suit ecninst the Edison Phonograrh Yorks. 
A mmbcr cf? cuits were then pending between the corpora- 
tions owning respectively the-Bell and Tainter patonts 
foe the graphophont end the Edison padents for the phonce 
graph. This was one of them. A setilenent ws made 
which consisted of a consent decree being given for the 
complainants in each suit and a mutucl exchanges of licenses ~ 
wnder the patents. The New England Phonograph Company 
took no part in that settienent and wes not affected by it. 
411 graphophones end eraphopnone records ore made by 
' the Ansrican Graphephone Conpany and 301d to dealers in 
. New Encland ome nlsewhere ty its selling agent, the Cole 
vanbia Phonograrh Compaiy', Cencrale : 
Sworn to ane -ubseribed , 
before me this Af day fi & Eyres 
of February A.D. 1993 


at NeurreA, 


ee we te oe oe Oe ve 
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UNITED S@ATES CIRCUIT COURT 
DISTRICT OF Hiodw TSIAND 


NEW ENGLAND PHONOGRAPH H 
COLPAMY (Tid, : 

Complainant, : 

ve 3 IN BQUIYNY. 
3 : . 

Tie DAWSON COMPANY : 

NeTencant : 
SuNTE CO TEYICR IY =: 

35S. 
Cori. er : TERED he EVANS, being auly 


“sworn on nis oath says: I an 
the President of the Complainut.e I have elready made 
wm afvVidavic in the ubove case. In the Fall of the year 


Sighteen hujeared aud ninetyefour Lefore bringing suit for 


Basic Bia arte Ce Meo, ee aa a ee Se T. ean VT gy 
infvinugeswit wgainut tae New Engluid Thenogreph Cuapany 


as Jeseribed in the Coupluinent's Gill in the ebove cause 


the Auericeun Craphophene Company repadiated the License 


pill and from then up to the present time have elways de= 
cleared it invalid end not banding en the Anerican Grapho= 
phone Company. The said American Graphophone Company 
since that tine, viz: the Fall of 1894 have always rew 
fused to furnish to the New Mngland Phonograph Company 
any graphophones or records or supplies uncer said license 
Tae New Inglend Phonogrepn Compeny nas always been reuéy 
end willing to lease and sell. graphophones and recerds and 
supplies, and supply the public demand therefor throughout 
the New England States, if the Auerican Grephophone Company 
would furnish them to it under the terms of said license. 


LE Bae 


Sworn to and subscrined 
this Zlst day of Bebruzsy 
A. D. 1903 st Newark 
gerere me 
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UNIS -"D SiAL-S CIACUlt COURT 
DIStRICT OF RHODE ISLAND 


NEW ENGLAND PHONOGRAPH COMPANY 
vs. 
IN EQUITY 
THE DAWSON CC JPANY 


BRIEF FOR COMPLAINANT. 


This suit is brought to restrain the infrintexent of two 
letters patent. The infringement by the defendant is not 
denied, and the exhibits and expert affidavit maze it clear. 
The claimss:ed on of these patents have been stusteined ty a 
number of decisions, all cf which are set out in the complainant's 
bill of complaint. 


> 


The title of the somplainant to ar exclusive license uncer 
the vatents kas been decided in a suit brought in the United 
States Circuit Court for the District ef Massacrusetis. A copy 
of the record is set out in the moving papers, eni the facts 

in connection with the suit appear in an affidavit made by 

the president of the complainant, to be produced at the hearing 
if the effect of that decree is in any way impusned by the 
defendant. ‘ 

The defendant purchases its machines from the American 
@raphophone Company, a party to that decree, and so claiming 
under that party is a privy and bound by the decree. The 
Rxelusive license of the conplainant, The New Enzlend Phonograph 


Company, is therefore conclusively adjudicated as against the 


lefendant. 
¢ 


The New England Phonozraph Company being ea rere Licensee 
aust join its licensor as a party complainent, and has a right 
40 do this. 
Brush Electric Co. v. Cali. El. Lt. Co. 52 Fed. Rep.945. 
. : : Raymond R. Wile 
Research Library 


The approaching expiration of the patent is no bar to this suit. 
Clark v. Wooster, 119 U.S. 322, : : 


Adams v. Eridgewater, 26 Fed. Rep. 324 (Moss.) 
Kittle v. Rogers, 33 Fed. Rep. 49 (N.Y.) 


It may be claimed that the delay of the complatrant 
in bringing suit will prevent its gutting a preliminary 
injunction. 

Tt appears, however, from the affidavit of r.Evans 
to te filed, that the complainant sent out warning notices in 
June, 1896, again in February 1901, started a suit in the Fall 
of 1901, sent out notices on Decenber Ist., 1902, (including ore 
to the defendant) and becan this suit in February, 1903, We 
claim that this shows due diligence on the part of the com- 
pleinart. in asserting its rights. 
Kittle v. Hall, 29 Fed. Rep. 508, 512. 
Sawyer Vv. Taylor, 56 Fed. Rep. 110, explained in - 
Sawyer v. Taylor, 69 Fed. Rep. ,637. 
Taylor v. Sawyer, 76 Fed. Rep., 301, 303. 
Price v. Joliet, 46 Fed. Rep. ,107 
Collignon v. Hayes, 8 Fed. Rep.,922. 
Brush E1.Co. v. Elec. Imp. Co., 45 Fed. Rep. 241. 
Mfz. Co. ve. Jackson, 91 Fed. Hep. 422 5 years 

“The decisions seem to hold that there must be some-~ 

‘thing more than mere delay to pray for a preliminary injunction; 
the deferdant mist heve acted. on the faith of the delay or of 
‘the actions of the complainant so as to create an estcppel. 
Furthermore it doeZ not aprear that the defendant kos been 
enzaged long in business or has been induced to go into business 


on account of the actions of the complainant. 


The defen’ant may raise the point that as the complainant, 
the licensee, has not sold the patented articles to the public, 


it should not prevent the licensor from so doing, under the 


ve 


ale lai wn i 
¥ d down in Raymond R. Wile 
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Adams v. ‘“Jestlace, 53 Fed. Rep, 588, 590. 

~ The answer to tkat proposition is 
Rs If the licensor does not meet the public demnd 
for graphophones, the l‘censor has the risht, under Section 
10 of the contract, to fill the uihlic demand. This is by 
natural implication exclusive of the rizht to sell jointly 
as in Adams xy. Westlake. There is no pretence that the sales 
by the licensor to tre defendant were under Section 10 of che 
contract. 

ee The meneral rule is that a licensee mist be by 
the decree of a competent court before the licensor can treat 
it as valid. 

Standard Dental Co. v. Nat'l. Tooth Co., 95 Fed. Rep. 291. 

3. This very point wis lately Jeciced adversely to the 
Jiseneete cleim, in the Court of Appeals in the District of 
Columbia, where a contract practically ijentical to this was 
before the court. 

Whitson v. Columbia Prono. Co. C.C.of Avp. D.C. 565; 98 0.G. 
41s. | 

The court in thst case held that the licersors remedy 
for the faflure to sell phonographs as required by the contract 
was by an action at law for damazes, and that such failure 
was no ansver to the licensee's application for a preliminary 
injunction to prevent the licensor from selling the machines 
in the licensee's territory. . 

The construction of tke ecntract in this case may 
puzzle the court somewhat, as it is very confused. But the 
preamble clearly shows an intention to srant exclusive selling 
and using rights under the patent in — oe “Such a contract 
was held to be a license under vatents which entitled the 
licensee to sue an infringer. , 

Brush v. Thompson, 47 Fed. Rep, 224, followed in 
Brush v. California, 52 Fed. Rep. 945, 959 
2 ad 
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In the former case the court says, pase 225: 

"The contracts are, in their important features, contracts 
.of asency between a principal manufacturer and a seltins arent. 
In some of their features they have the apvearances of contracts 
between a manufacturer and a person who is, under certein 
limitations, te have the exclusive right to purchese and deal 
in the manufactured articles within a spnecified territory; tut 
they are protably contracts of license under the patent laws, 
to sell within a specified portion of the United States a 
patented improvement manufactured by the owner of the patent." 

We understand that tre attentiop of the court has been 
called to a similar suit now pending in the United States Ctreuit 
Court for the District of Massachusetts. The pendency of that 
case, however, is no reason why this case should nd&be heard, 
es the cases are ayainst different ‘defendants, and it is the 
risht of the complainsnt to enjoin all infringers. Indeed, it 
is sometimes urged as laches on the part of a vcatertee if he 

“has not brought suit ageinst all infringers immediately on 
otter infringements becoming known. The case at Boston was 
to have been heard on Tuesday the third, but on account of the 
engazements of Judse Lovell will not be heard for some ten 
days or two weeks from trat time. 

We respectfully sbmit that a preliminary injunction 
srould be granted. 

Purdy, Squire & Rowe, 
% 
: Solicitors for Complainant. 

Howard W. Hayes ; , 


Of Counsel. 
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UJITED STALES CIuHCUIT COUT 


DISTKICT OF RHODE ISLA 


EY ENGLAND PilOOGRAPH COMPATY and 
AMERICAN CRAPSOPHONE COD PANY 


vs. In Equity. 
THe DAVSON COMPATY. 


O' FOSTOHN FOR PRULT INARY UISULOTION. 


BRI&F FOR DEFENDANT. 


1. STAVEMENT. 


This is a motion for preliminary iajunction vrougnt by 
the New’ Sngland Phonograph Company, to restrain the defendant from 
selling eraphophones and supplies therefor. 

The patents sued on are owned by the American. Graphophone 
Company, which is joined as party complainant without its consent. 
The Craphophone Company's interest is in reality that uta party 
defendant. The articles complained of are manufactured by it, 
andare sold oy it in te ordinary course of business to the 
Columbia Phonograph Company, General, its sole selling agént, who 
in turn sells them to dealers, such as the defendant % whom they 
are sold to the public. 

The acts of defendant, therefore, are prima facie lawful, 
they having purchased the patented articles from the authorized 
selling agent‘of the manvfacturer, who is the cwner of the patents. 
The only articles complained of are maciines and records manufac- 
tured under the patents by the owner ee ae 

The claim of the New England Phonograph Company is based upon 
an alleged license, granting said Company tne exclusive right in : 
the New England States to lease ani use articles made under the 


“4 


patents. 
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articles made under tho -petenta. 

A copy of this instrument is annexed to the bill 
of complaint as "Schecule A". It purports to be an agrec- 
ment dated October 12,1888 by and between the NORTH 
AMERICAN PHONOGRAPH COMPANY, claiming to act "under author} 
ity of and sgreausnt with Jesse 4. Tippincott, sole 
licensee of the American Graphopnone Company", and the New 
England Phonograph Company. It contains numerous mutual. 
covenints (some of which will be hereafter referrec to) and 
‘provides for a definite course of business invoiving a 
supply of the patented articles by the North American 
Phonograph Company, a method of leasing instruments by the 
Tew England Compeny, a division of profits, etc: etc. 

Neither the iorth American Phonograph Company 
nor Jesse He lippincott the alleged grantors of complainant 
is mede a party to this acticn,nor is any reason given for 
their omission. No showing is made of any license from 
the American Craphophone Company to said Tippincott, nor 
of any authority to the North Ameriset Phonograph Company 
Tinpiseet%) to grant the alleced license to the Yew Eng- 
land Phonograph Compuny. 

Com::lainant also produced copies of a bill of 
complaint, plea,opinion and decree in a suit in the Dis- 
trict of Massachusetts, entitled AMRRICA GRAPHOPHOWE 
(Agee ve FRY ENGT.aND PHONORRAP tts pauv/, _ This bill was 
filed Octover 12,1894, and cherved the “ew “ngland Phono 


graph conpany with infringing the same pitents that are in- 
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volved in this cuit. The latter company pleaded a license 
to do the things compl:ined of, and Tudge Carpenter, on 
June 19,1896, sustained the plea. The ecuse was not 
further prosecuted for reasons hereinafter stzted. 

‘ Complainant also prodvucecs affidavits showing 
that defendants ts engzged in the business of selling 
graphophoues and sound-records, and that these articles 
embody the invention of the petents sued on. 

The patents in suit are the Zell & Tcaintor pate 
ent %o.341,214 and the Teinter patent “‘o 341,286, both 
dated “ay 4,1866-« They expire “ay 4, 1993,i. e: in less 
than tua months- , 
BEFRNDANTIS SHOVING 

Pefendent shows by certificates from the proper 
authorities of the State of “Maine (where the New England 
Company is incorporated) that compls inant was excused in 
1899 from filing annual statements as -reauired by law, he- 
cause it was not engsgced in any business; and that it has 
peié no franchise tax since 1971. They show by affidavit 
of Lyle that the Wew Fngland Company has not been engcged 
in the business contempleted by the clleged license-agree- 
ment for = grect many years, and that,on the other hand, 
for more than ten (19) y2ars nant graphophones and supplies 
have been sold freely throuchout the New England States by 
agents and dealers of the American Graphoyhone Compeny withe 
out eny protest from tne New England €ompany and without 
any attempt by it to assert or enforce its alleged ex- 


clusive righise 
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Defendent algo prevents an affidavit of Mauro, 
explaining the litigaticn of which the suit of the ‘merical 
Graphophone Compeny against the New Englend Phonorraph 
Comp ny was a port, -showing that it terminated in 2 decree " 
establishing the validity of the patents and the title of 
the American Graphophone “ompany in 1896, and that the 
letter Company has been exercising undisputedly a1 the 
rights of ownership ever since that time: 
Tt. ARGITERNR, 
The motion for a preliminary injunction will be 
easily disposed of. Nefendant, however, contends that, 
upon the case presented,the Tourt shovld dismiss the bill 
for the reason that it does not stete a cause for any 
equitable relief whatever. 
We will first present briefly the reeson why 
the motion for a preliminary injunction shoule be denied. 
The bill and supporting papers fail in several 
importint particulars to show grounds for such extraordinary 
relief. 
FIRST 4 
The — Nompany, while alleging a licens. 
from certain grantors not parties hereto, show no right 
in such grentors to make the alleged license. s*raover 
Li , oment-referred to as "Scheie A* Th Wie 
3 $32-expivoc on Carch 26720 mithin three cage tPOIe) : 
| *The—réchts Tet om a Poree— 
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“arch,-1903, and for such further period 
at the option of the purty of the second bass 
as shall be equal to the time for which the 


territory, namely, The States of Maine, New 
Hampshire, VeNnont, “assachusetts, node Tsland, 
end “onnecticut\ . %. A. % 
In addition to the failure \o show any license from the 
‘merican Cpaphophone Company Yo said Lippincott, or any 
authority to the North American Phonograph Compeny from 
either tje American Graphophone rmipany or Jesse He 
Lippincott to grant the alleged ligense to the Wew Englend 
Company, there are no allegations th\t the license agrce- 
ment has been renewed beyond “farch 26,\1903, or that there 
wes any authority in env one to renéw ik. On the contrary, 
it is shown by the defendant's opposing aRfidavits that one 
of the alleged grantors is dead, and that tde other one went 
into the hands of a Receiver in 1894, and is ko longer in 
-istence- 
The patents as will be seen ‘later, expire in -ay, 
1903. . A 
Judge Carpenter's decision on the plea in the 
suit of the Graphophone Compzhy vs the New England Company, 
does not supply this deficiency of“proof bec:use: (a) it was en 
At. . Grkice eh luas orn w ethene wt espace (0) 
~e different /isshe; (b), even upon thet different issue 


the New Jersey Court (whose decree disposed of the whole 
: ne 
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litigation) reoched a decision contrary to that of Judge 
G-rpentere The rroofs cénsidered by Tudge Carventer are 
not introduced here. 
epnnepie 

THY _ATINOYD Mornay ,IF FUTLY PROVED, CON. 
SPITUIES NO. BASIS FOR 4 TJuNCTION. 
This is < contract creating mutual obligations be- 
tween the parties thereto, and establishing a definite 


course of business which the "ew ¥ngland Company agreed to 


> 


carry one. The New England Company agreed to teke instru- 
ments which the North American “ompeny agreed to supply at 
certein specified prices, and to sub-let them at certain 
specified prices, a11 such instrunents to rezain the prop~ 
erty of the “orth ‘merican Company (secs: 4 * 5). The 
former company ‘agreed to notify the letter of any infringe- 
ments in its territoyy, and the latter wes to have charge 
of all litigetion arising therefron . ie. 9). The 
instruments were to be presented to the public in e spec~ 
ified matner (sec.2), the lessee was to be equipred to 
supply all demands in its territory ,and provision is made 
for its failure to do so. Provision is made for termination 
of the agreement upon the violetion by the New Englend 
Company of any of its covenants, or by its beconiing bank= 
runt or insolvent. In fact the whole tenor of the agrec- 
ment shows that the ellered rights, if any were granted, 
were dependent upon tne continued maintenance by the “ew 


Wngland Tompany of the prescribed conditions. Tnat the 
ae 
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whole scheme of business contemplated by this egreenent 
broke gown, that the North /nerican Compuny went into the 
hands of a Receiver about 1894, and that the Yew England 
Company has not had any business exictence for many years 
pest, are shown by lyle's affidavit, ana will not te dice 


puted. We do not claim that these facts necessarily in- 


_ volve forfeiture of rights which the Yew Fnglend Company 


may hgve acquireé from the North merican Company, or the 


enforcement of those rights ageinst the Company and those 


‘who. succeeded it in the title to the PICO’ patents. “hat 


we do Ccluim-is that,to lay the foundation for a preliminary 
injunction against persons not parties to,or bound by that 
contract,the complainant mist show that It is still clothed 
with and is exercising said rights, has fulfilled and is 
fulfilling its obligations under said contract, is carrying 
on the business soudenplabet thereby, and is damaged in such 
business by the acts complained of. Fo such allegations 
are made, and the facts do not admit of isin. Therefore, 
the pare proof of an agreement fifteen yeers old,without 
proof that it is a subsibting agreement and that the acts. 
of defendsunt interfere with the enjorzent and benefit of 
the rights derived therefrom, is not sufficient ground for 


a preliminary injunction. 


" ENIRD:- 


The effect of laches of Sorpiv.inant upon the claim 


to tne exercise, by 2 Court of Equity, of tne extraordinary 


“2 
? 
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relief of prelinin cy injunetion,is well settled by uni- 
form decisions The general principle, as stated in 
GREEN VS. PRENCn (4 5 & A 169), is that 
"the couct will not lend its help by way of pre- 
liminary injunction in those cases where it 
appears that the complainant had anquiesced in 
the infringe:ent and unreasonably delayed suit 
against the infringerse When patentees sleep 
over their rights without an excuse, they must 
not rely upon the extraordinary aid of the Court 
when they awake from their slunbers." 
_+ Laches and acquiescence on the part of the complainant 
in a suit for infringe:ent, whether of a patent, copyright 
or trade#mark, are gcounds for denying a preliminary in- 
junction. 


Keyes vs Mining Company, 158 U.S. 150; 
15 Supe Cte 772; Id.,45 Fed.200; 


Keyes vs Refining Company, 31 Fed.560; 
Mundy vs Kendall, 23 Fea.591; 


United Nickel Company vs New Home Sewing Mache 
Company, 17 Fed. 528; 


Price vs Steel Company, 46 Fed.107; 

Waite vs Chair Company, 45 Fed.258; 

Andrews vs Spear, Fede CaseNoe380; 

Sperry vs Ribbans, Ide No.13,238; 

Spritg vs Sewing Mache Company,Id.-,Noe15,258; 
North vs Kershaw,Id.,N0010,312; 

Sloat vs Pymton,Id.,No.12,948; 

Stevens ve Felt,Ide ,%0.135,397; 

Parker vs Seurs,Ide,Noe19,748; 

Jones vs Merrill, Id., No.7,481; 


¥Wnitney vse Machine Works, Ide ,N0017,596; 
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Goodyear vse “Nonsinger, Id. ,%0.5,572; 
Morris ve. “fg. Company, Id. ,%0.9,833. 
It has been held that a delay of eighteen (18)months 
if ny good reason t) refor is Gaown, is ground for refusine 
a preliminary iaui@tion, PS 
Hockhnolzer vs.Eager,Fed. Cus. 10.6556. 
A delay of seven months wus held to bar an injunction. 
. . Estcourt vse Estcourt Hop Rssence Company, , 
10 Che Appe 276. 

In this regard the case presented by complzeinant is 
truly remarkeblee Grzphophones and sound-records are sold 
througnout the New Enland States by hundreds of dealers. 

For certainly more than ten (29) years past, the American 
Crapnoph 1one Company, asserting complete title and ownership, 
and the full and sole rignt to dispose of its patented 
articles throughout the New England States,has proceeded 
without dispute to exercise those rights; and, with the 


full knowledge and acquiescence of the compleinant; tacir hou 


ce cb Vicente LE 
ife siti &xibas heave esta4lisned a trade in these articles which 


Yertthe | 
they are now engazed in ee Vithin ei uco! sof the 
expiration ‘of the patents, nell ecaitelagen cB oleaastnite 


complainant 


comes into court with the audacious request that this trude 
be instently demolished by an injunction pendente lite. 
It is not necessary to elaborate an argument aguinst a 
request so p£lpably preposte fous. 

Of course even when a clear right is established, the 


Court wil? grant an injunction in adyance of finel hearing 
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only to m intain the existin; status. The effect of such 
injunction in this case would be to destroy the status 
which has existed undisturbed for more then a decade, and 
to create a different status which could only last for a 


period of tareetuye;or-et-meetsixwoska, Mor dteorcdy 


NO_InguRY IS ALLEGED OR SHOWN WHICH AN IN- 


The question of relative Andes in the granting or 
withholding of a preliminary injunction is always a proper 
suvject for consideration by the Court upon an application 
of this sort, © At this period in the lifetime of a pat 
ent, complainant would be justified in asking a preliminary 
injunction only upon showing that it was engaged in carrying 
on business under its license, that irreparable injury to 


such business would be caused by tne acts of defendant, 


“and that it sought relief promptly upon learning of those 


actse On the contrary,it appears that complainant is not 
in business at all and nas not been for many years, and 
that the acts cbinginddad of cannot injure it to the slightest 
extent, and.dseat-thhes-kacun-of-auch-asts for ten—{i0) 
poures 

On the other nand,the grant of the injunction would 
cnuse irreparable injury to the hundreds of merchants en- 
gaged in supplying the demand for: grapnophones, and who 
have been so engeged-for meny years with the knewledge of 


conplainant, and to the publi¢ +o look to these merchants 


for tneir supplies, vhien-compleinant a . ’ 7 
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THE BILL DOwt! NOT S?-TH A CASH FOR INTHR- 
POSITION OF A COURT OP NOQUTIY, AND suoUrD 
BE_ DISMISSED, 


being a 
This suit under Letters Patent,the jurisdiction of 


a Court ot Equity can be invoked only upon the statement 
of a case which,if fully supported by proofs, would justi-+ 
fy injunctive relief to save complainant from irreparable 
injury, and if, when the case comes vefore the Court on the Gus 
epplication for preliminary injunction, it appears that no 
ground for injunctive relief exists, the bill should be 
dismissed. 

There is no allegation in the bill that tne acts of 


defendant cause or threaten injury to-the New England Com- 


_ pany,or abridge the richts it claims, or that the latter 


has not a full, adequate and complete remedy at law. The 
facts bring the case clearly within the epplicetion of the 
established doctrine stated in the following cases: 
STARRNT? VSe STEVENS ARNS CO. (96 Fe 244), BROWN, Je 

There was a delay of ten years in asserting the 
alleced rights of complainant and the Court neld: 


"There was a manifest good faith in the claim of 
the defendant that it wes not infringin& the 
complainants device,and it would operatd as a 
great ‘injustice at tYfis late day to interfere 
with an established business conducted under &nd 
upon c3aims of rignt for so many yearse The 
laches in this cas® are such as to debar not 
merely the claim for profits, but any claim to 

. eer 


Raymond R. Wile 
Research Library 


7 


“a 


-l2- 


the inte}position of a Court of Equity. “ifg. 


Coe Vee Willi: ms, S7 U.S. App. 109 , ue CaCeds 

520 and 68 F. 489. x x x The bills will be 

disnisse.." ee 
COVART VSe TRAVERS, (96 F.569). 


Delay for fourteen years is a bar to an accounting. 


iG. COPATY VSe WILLIAYS (C.d.A. 6th CIRC. 68 7. E89). 


“It must appear that the legal remedy at law is 
inadequate, and if the case is one in which 

the equitable relief by injunction is inanvro- 
priate as where the patent has expired,or where 
the circumstances are such as to justify a court 
in refusing equitable relief,the suit will not 

be entertained for the mere purpose of an account 

of past damages and profits." 

Ground for injunctive relief is wholly lacking in the 
prsent case, not only because of the short time the patent 
has to run, but because complainant does not show that it 
is or ever hes been, engeged in supplying the deman,or in 
any-business whatever which is adversely affected by de~ 
fendant'<s actcse 

_____ MYROWITZ VSe ECCLESTON, 98 F.457, LOWELL, Js 

Upon a2 showings of ten years delay and acquiescence in 
the elleged infringinz acts held that "complainants is dis- 
entitled to relief in Equity by reason of its laches and dee 
laye" 

See also Judge Brewer's exhaustive opinion in A 
‘e Lavghlin vs. Railway Company, 21 Ted. 574, which was fol- 
lowed by the Supreme Court in Keyes vse Fureka Mining Coe, 
163 U.S. 150=-Opinion by the Chief Justice. 

In the McLaughlin case, Judge Brewer dismissed the 
bill because of thieteen years delay by plaintiff in taking 


action to enforce his alleged rignis. As to this den 
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fense the Court s.idie 


*The defense of laches can be pmode in a demurrer 


or in an answer,or in an argument on the hearing — 


_without_ _any pleading to support it." 


We refer the Court to the authorities cited by Judge 
Brewer in this opinion. 


RICHARDSON VS. .OSBOURNE & CO., C.C.A, 2nd CIRC., (93 F. 828). 


"All the adjudged czses in regard to laches proceed 
upon the inequitxzble conduct of the complainant and the 
inequity) which would result if the stale claim was permitted 
to be enforced, and the judgment adverse to the claimant 
are founded upon the fict that the party to whom laches is 
imputed has all the time 'knowle dge of his rights, and an 
anple opportunity to esta2blisa them in the proper forun'; 
that, by reason of his delay, the adverse party has good 
reuson to believe that the ellesed rights are wothhless 
or have been abandoned; and that, because of tne change in 
condition or relations during this period of delay, it 
would be an injustice to the latter to permit him to now 
assert theme" 

COXF, Je, IN RICHARDSON VS. OSBOURTE CO., (62 F.95 at p.96). 

"So far as the defendant is concerned the conmplainus 

gave no intimation that at last he was ready for the cons 
flict. His lethargie slunber was apparently unbroken by 
even a dream of prospective profits. In 1385 thre notice 
was givene In 1893 the suit was commenced. Tne defendant 
was,therefore,pernitted to infringe without a word of prow 
test for at least ten years." 

x x * 2x = 
"It is umnecessary to pursue the subject further. Suf- 
ficeilto say taut the record presents one of the s0st 
flagrent cases of lwches with which the Tourt is familiar. 
If this action can be maintained a patentee has simply to 
pocket his patent, wait until the field is full of in- 


fringers and begin his suit two months before the patent 
expires. When charged with laches he has simply to assert 
Cl 
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thet tntil he commenced hig suit he thought the chances of 
sucey 3s dubious and the refore,did not ¢eall the infringers 
to account. It is plain that the public rights cannot de-= 
pend upon considerxtions so shadowy, unilateral and inequtt-- 
abdlee Unless tne Court is prepared to say that the de- 
fense of laches will no longer be enforced in a patent suit 
it must find for the defendant on this issue. The law of 
laches is so well understood that it is unnecessary to re- 

state it. It is thought that no case can be found excusing 
such delay as this record discloses. 
Tie Lean vse Fleming, 96 UeSe 245; ; 
Gelliher vse Cadwell, 145 U.S.368,12 Supe[t.873; 
Menendoz vse Holt,128 UeS. 514, 9 SupeCt.143; 
Herdt vse Hoidweyer,152 U.S.547,14 Sup.Ct.671; 
Hammond vse “opkins,143 UeS.224, 12 Sup.lt.413; 
Lane & Bodley Coe vs. Locke,150 U.5.193,14 Supe 6t.78; 
Piatt vse Vattier, 9 Pete 405; 


Nenufacturing To. vse Williams,15 CeCvAe 530, 
68 Fede489; : 


Owen vSe Ladd, 76 Fed.992; 

Wyeth vs. Stone, 1 Story,273, Fed. CaseNo.13,107; 
Fosdick vse Machine Snov,58 Fed.617; 

Keller vee StolzendicX, 26 Fed. 81; 


Prince's “letallic Paint Co. vse Prince Menuf'¢e 
Coe pCoCete 647, 57: Fed.936; 


New York Grepe Sugar Coe vse Buffulo Grape Sugar Co., 
24 Fed.694; ; 


Me Laughlin vse Railwey Coe,21 Pede574; 


"It follows thet the bill _must_be éisnissede® ; ; 


POYTS VS. ALFYANDHR, 116 Fed. Rep.885, HAZH.,J+,at peB86: 


XxXXMNXKENRKXXKRAKAKAKRAKREKKEK 
"Tne defense of laches may be interposed by plea, 
answer,or demurrer end ney also be riised on 
the hearing or preliminary. thereto. “onufScturing 
To. vs Willizms, 15 C.CLA. 520, 68 Fed. 494; 
Li nsdele vse smith, 106 U.S. 393, 27 TeFde219; 
1 Betea,Fede Mqe Proce 356 ; “< 
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I¥ is uniformly nelé that « Cort of Equity has 
the power to fefuse relief when: Inj.stice would 
appurently be done, and where it ippet:rs by the 
bill under consideration thet undue ond unex 
pleinec delay existed in the enforcenent of an 
equitable remedy. The rule, es stuted in 
Badger vs Badger, 2 Wall, 95, 17 Le Ede 836, Jz 
as followsg:- 


One who appezls to the conscience of the 
Chancellor in support of a claim where ‘there has 
“been laches in prosecuting it, or long acquées- 
cence in the assertion of rights,'*should set 
forth in his bill specificelly whet were the im- 
peciment to an earlier pre:entation of his cleim, 
1 how he came to be so longignorant of his rights, 
and the means used by the respondent to freud- 
ulently keep him in ignorance ,and how and when 
he first c#me to a knowledge of the matters al- 
leged in his bill; otherwise the Chancellor mey 
justly refuse to consider his case on his own 
showing, without inquiring whether there is a 
demurrer or formal plea of the stitute of lim- 
itations‘conteined in the answere!- 


In the case of Nationé1 Phonograph Company vs. 
Schlegel, 117 F.R.624, there was no appesrance or plead= 
ing of any sort and the defendants agreed to be enjoined. 
The case ceme before Me Pherson, District Judge, on appli- 
cation for a decree granting a perpetual injunction, in 
accordance with a stipuletion of the perties. Howard W. 
Hayes, Esqe,appesred there, as here, for the complainant. 
(Record states "Robert"; should read "Howard"). Judge 
He Pheraos, ‘sun sponte, examined the case, and finding no 
grouné for equitable intervention, dismissed the bill. 
SIXTH: = 

THE BILL WILL Be DISMISSED, WITHOUT /IY 

PIMADING, WHENEVER THI WANT OF AUTHORITY TO_ 


M7 


ENTERTAIN IT BECOMES APPARENT» 
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This proposition is supported by many of the cases 
already citeé, ond it my be siufely said that the author- 
ities are 211 on one side. In addition we refer the Court 
to the following:- , 
TAYLOR VS«_ SAWYER SPINDIN CO., 22 C.Cefe 221; 

See note where the Heitor seys: 

"The oojection thet the compluinant has deen 


guilty of laches mey elso be teken in an answer 
or in an argument on the hearing without any _ 


Plecdings to_ support it. 


Citing numerous authorities. 
BAIR VS. BIDDLY, 2 Pe 0.439. 

An objection to the jurisdiction,or for the want of 
parties, or of eyuity in the bill, or of there being a 
remedy at law,need not be made by demurrer,plea or in the 


andwer; it may, be made st the hesring, or on appeul. 


SPRING VS. DOESTIC SEWING MACHINE 00. _,NIXON,J. 3.488;13 F. 


"In the Pedere] Courts,especiclly where there is no 
presunption in fevor of jurisdiction,bvt where it rests 
solely upon the facts which jatar 1 the record of the 
suits, (Exparte Smith, 24 U.S.456),jt has long been the | 
practice of the judges,at_ any stage of the proceedings, 
sug, sponte, to decline jurisdiction and dismiss the case, 
when the want of authority becomes apparent _. They do not __ 
wait for the question to be rises by. demurrer or answer or 
plez,to be suggested vy the counsel. f/nd they pursue this 


course: for obvious rersonse It is not merely a metter 


of the form of procedure. To entertein a suit in equity, 
i - 
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when the purty has « plain and complete remedy at law,is 
to deprive the defendant of his constitutional right of 
trial by jury. The late Justice Baldwin, of this Circuit 
discusses the subject with such ability end research, in 
the case of Baker vse Biddle, 1 Bsld.394, See also the 
more recent cases of Hipp vs.» Babin, 19 How.27& lewis 
vBe Cooks, 25 «11,466; Dumont vse Fry, 12 Fede 2.21." 
In Poster Fede Pr. (3rd ed.1901)sect.299, p.699, 
it is sdié that: 
"hdvantage may,however, be tuken of the laches 
of the plaintiff by a defendant who has not 
pleaded it". (Citing Beker vs. Piddle,supre.) 


Also that: 


"tne objection that the ellegetions in the bill 
show no ground for the interference of a Court 

of Equity may be taken at any time. (Citing 

Beker vse Biddle and Quirolo vs. Ardito,1 Fed.610.) 


Where & bill shows apparent laches, it should set 
forth the impediments to an earlier suit, the cause of the 
compleinant's previous ignorance, if any, of his rights, 
and when he first knew of theme : 

1 Foster Fed. Rr. (3rd ed. 1901) sect. 78,0.229; 

Badger vse Badger, 2 Wall.87; 
Richards ¥s. Mackall, 124 U.S. 183; 


Gowdy vse Marble, 122 U.S. 432; 
Wollensak vse Riche, 115 U.S.96: 


In construing this, as well as ~*> other parts of 
pleadings, every doubt is aguinst the pleader. 


Phelps vse McDoneld, 99 U.S. 298, 305. 
ef 
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Corplainant's replying papers consist of two affidavits by 


one Evans. 


The first affidavit recités that in the year 1894 the American 


Graphophone Company repudiated the license claimed by the New Englan 


Phonograph Company. It thus appears by complainant's own showing, 


that it has, for at least eight years, done nothing to assert, 


maintain, or exercise its alleged rights. 


The longer afficavit of said Evans alleges that afier the 


decision of Jutge 


Carpenter, to wit, in June,1896, the New England 


‘Company sent a copy thereof, with a threatening notice to every 


dealer in graphophones and phonographs in liew England. It, there- 


fore, knew of such dealers and their business, in which it further 


acquiesced for a period of nearly seven years, 


Affiant admits tat in November, 1899, it notified the Attorney 


General that it had ceased. doing business, and that it maintained 


only a formal office with a clerk in Gardiner, Ttiaine. 


Affiant claims to have notified the Secretary of State on 


Tanvary 25, 1903, 


of an intention to resume business, but the only 


business descrined consisted in sending another circular to dealers 


demanding the payment of various sums of money fron §25.00 to 


$300.00 Dollars per annum. 


There is no denial of the allegations an our papers regarding 


Jaches and absence of injury. 


Owing to the 


snortness of time at. our disposal tne foregoing 


authorities have been very hastily collected, and are by no means 


all the cases that could be cited to sustain our position. They 


cleardy establish, 


however, that the laches of complainant are 


fatal to any relief in equity, that the case presented is one of 


which a Court of 


Equity cannot take cognizance, and that the bill 


should be dismissed forthwith. 


March 2, 1903. 


Respéctfully submittea, 
¥lisha XH, Camp 
4 
Prilip Mauro. 


Of Counsel. 
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UNITED STATES CIRCUIT COURT 
DISTXICT OF RHODE ISLAND 


New England Phonoszraph Company 
et al, 


vs. In Fquity. 
The Dawson Company 


SUPPLEMENTAL BRIEF FOR COMPLAINANT 


fhe question has been raised as to whether this injur ction 
should not de, denied because the injury caused to the defendant 
by granting is would be greater than the injury caused to the 


complainant by denying it. 


THERS IS NO EVIDENCE FROM WHICH It CAN BR INFERRED THAT 
ANY MATFRIAL INJURY TO THE DEFENDANT WOULD ARISE FROM GRANTING 
THIS INJUNCTION. 

The defendant's affidavits do,not state how long the 
defendant has been encased in selling the infringing devices, 
what the extent of that business is, what the profits, if any 
are, and there’is no allegation that any damage would be 
caused to tre defendant ty fhe injunction, It does not 
annear that the defendant now has on band any of the infringing 
devices or has made any crenarny fink further to deal in them. 

Tre only evidence on the subject is the affidavit of 
Frederick C. Fischer annexed to the complainant's bill. 


Mr. Fischer states that the business carried on by the defendant 


‘is dealing in bicycles, guns, fishinz tackle and sporting goods. 


He furt*er testified that on tre ninth day of January last,. the 
defendant had on hand and for sale a"large number" of the 
infringing devices. But there is notring to show that since 
that time they have not dll been disposed of and that branch 
of their business closed out. Tre receivt siven Mr. Fischer; 


"Exhibit 9", Shows what the defendant's business really is RaymondR. Wile 
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(If that is the fact it is no ground for refusing the 
injunction to prevent the defendant from asain starting in the 
infringing business, Sawyer v. Turner 55 Fed. Rep. 979.) 

The Court must not confuse the proofs in this case with 
the general statement made by counsel in his argument in 
regard to the hardship such injunctions would impose on other 
dealers in New England. rach case mist stand on its own proofs. 

From the fact that tre American Graphophone Company has 
assuned the defence of this suit it is evident that it would 
reimburse the aefentant for any loss. See National vs. 
Poughkeepsie Infra. ; 

The injury to tre complainant by this invasion of its 
rishts is self evident, while, on the other hand there is no 
lt that a preliminary injenckion, which would protect the 
af ne of the complainant in the future, would inflect any 
present injury whatever on the defendant. 

There is therefore no occasion for catling into operation 


the rules as to the "balance of inconvenience." 


THR RULE AS TO "BALANCE OF INCONVENIENCE" NAS NO PRARING- 
ON A PATENT CASE, 

The patentee has a monopoly gfanted him by the Government 
which the courts are tound to enforce by injunction. Where 
the title and intrinzement are clear and the validity of the 
patent Sais been sustained the injunction must go unless the 
patentee has in some way estopped himself from asserting his 
rights as against the defendant: 

Allington v. Booth 78 Fed. Rep. 876 (C.C.A.897) 

Tannaze Co. v. Adams, 77 Fed. Rep. 191, 193, (C.C.A.189€) 

Stearns v. Brown 114 Fed. Rep. 939, (C.C.A.1902) 

Electric Co. v. Buffalo 117 Fed. Rep. 314 (C.C.4,1902) 


‘A comparison of the injury to the infringer with the 
benefit to the patentee, should not be texen into consider-“ion. 


fhe infrinzer kaving, as in this case, notice of the — 
2 Raymond R. Wile 
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rights infringes at his peril. If te chosea to risk his money Reseaalibeie 


on the chance of escaping legal liability, he takes his cvanres 
and cannot complain if he loses. The complainant, as *+ 
a right to do, has established a system of licenses ‘ 
selling the patentc? device. This appears in Mr. Evern's s7Zidavit. 
Tne defendant had notice of this system. See sane allicarit. 

The following cases bear out the above proposition 

Pelzer v. Binghamptén 95 Fed. Rep. 823 (C.C.A.1899) 

In this case the complainant cid not wan:facture er sell 
but depended solely on royalties (as does this complains=t)* 
and the inconvenience to tre defendant would have been 
considerable. 

Westinghouse vs, Great Northern 88 Fed. Rep. 258, 263 
(C.c.A. 1898) 

National Meter Co. vs. Poughkeepsie 75 Fed. Rep. 405, 
89 Fed. Rep. 1014 (C.C.A.1897) 

Norton v. Eagle Automatic Cen Co. 57 Fed. Rep. 929 
(c.c.4.1893) 

Campbell v. Manrattan, 49 Fed. Rep. 930 (CC. 1892) 

" On the question as to whether an injunction sould 
issue it is moterial that the owner of the patent has never 
made, used or sold any of the patented articles, or licensed 
any one to @ so." 

~ Bresshahan v. Tripp, 102 Fed. Rep. 899, 903 (C.C.A.1900) 
(Note. In the preéent case the defendant has put in no 
proofs as to its financial standing or ability to respond 
in damagés) ° 

American Sulphite Co. v. Burgess, 103 Fed. Rep. 975, 
980, (C.C.1990, Putnam.) - 

It is respectfully urged that a preliminery ingunction 
should be granted. 

Howard ‘, Hayes 
Solicitor and of Counsel for 
Complainant. 
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CIRCVIT COI? OF THR UNITED STASES 
DISS2ICT OF REORS ISLAND 


NEW ENGLAND PHONOGRAPH CO et al 
vs. Yo. 2627. 
» THE DAWSCN COMPANY 


Reser ip t. 


(Larch 17, 1903.) 
Brown J. : 

While not satisfied that, pon this petition for 
x oral ininery injunction, the court should go so far as to 
dismiss the bill for laches, I am of the opinion that the 
complainant's apparent acquiescence for many years in the 
violation of its alleged rights (the certificate showing that 
the complainant corporation had ceased’for a considerable time 
to transact business), and the peculiar provisions of the 
agreement of Octobet 12, 1888, raise serious dcubts as to the 
existence of any rights, arising from said agreement, at the 
jate of the filing of this bill. The doubts as to the 
complainants right to relief, its acquiescence and entire 
lack of diligence require the deni_a@l of. the Bonivion fora 

¥ 


preliminary injunction. 


Petition denied, 
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g Ata Term, 1903, of tne United 
States Circuit Sourt for the Distric% 
of Rhode Island, hela in tne United 
States Court Rooms, Post Office 
Building, City of Providence, on 
the day of April, One thousand 
Nine Hundrea and Three, 

Present: 

HON. ARTHUR L. BROW, 

District: Judge. 
ev CNGLAND PHOLOGRAPH COMPANY and 
ACENICA.) GRAPHOPHONE COLPANY, 
In Equity. 
» WB: Yo. 
THE DAWSON COMPANY : 
’ . ORDER DENYIUG PETITION FOR PRELIINARY INJUNCTION, 
; (Filed April 29,°1903,) : 


This cause coming.on regularly to te heard on the petition 
of complainant, New Fngland Phonograph Company, for a preliminary 
injunction on the Rill of Complaint and the affidavits of Fredericks 
3. Fisher, and the two affidavits of Lemuel ©. fvans, in support of 
the petition, and the affidavits of Philip Mauro and Mervin &. Lyle 
and the Certificate of the Secretary of State, of tne State of Maing, 
shoving the status of complainant hew England Phonorraph Company, i 
opposition ‘thereto, and the petition having been fully apewes on 
February 28, 1903, Howard 7, Hayes, Esq., O72 counsel for complainant, 
New Fngland Phonograph Company, appearing for the petition, and 
flisha kK. Camp, Esq., of counsel for the defendant and American 
Graphophone Company, joined as a party complainant without its cou- 
sent, in opposition, written briefs having been submitted and duly 
considered, and an opinion Rev ing been handed dow on March 17, 
1903, denving the petition, 

Now, on motion of Elisha K. Camp, Esq., of counsel for the 
defendant and the American Graphophone Company, joined as a party 
complainant without its consent, it-is 

ORDERED, that the petition of complainant, New England Phono- 
graph Company, for a preliminary injunction be and the same here? 
is in all respects denied with costs. 


By the Court (Brown,J.), April 29, 1903. 
4~ William P. Cross, Clerk. 
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IN TH: CIRCUIT COURY OF SHE UNITED STATHS 
FOR THE DISTRKICI OF REODE IS”AND, 


WET EIGLAND PHONOGRAPE CO’PANY and 
AYERICAN GRAPHOPHONE C “PANY 
In EQUITY. 
vs. : No. 2627, 


THE DAWSON COMPANY. 


ANSWER OF THE DAWSON COMPANY. 
(Filed April 6, 1903.) 
this defendant, now and at all times ee saving: and 
reserving unto itself any and all benefits and see sitleiiat of ex- 


ception which can or may be had or taken to the many errors, un- 


. certainties and imperfections in the said complainants Bill of can- 


plaint contained, for answer thereto, or to so m-ch and such parts 
thereof as it is advised it is material or necessary to make answer 
unto, says: 

This defendant has no knowledge or information sufficient to 
form a telief as to the incorporation of the parties named as can- 
plainants; but admits that defendant is a corporation duly organ- 
ized ond extertig under the laws of the State of Rhode Islana and 
— its office and duly organized place of tusiness in Proviuence, 
in the District of Rhode Island. 

This defendant admits the allegations contained in paragraphs 
1-XII inclusive of the Bill of Complaint. 

xIII. 
: As to whether on or about October 12, 1888, the North Americar 
Pronograph Company was a corporation organized and existing under 
the laws of the State of New Jersey, or whether on or about the date 
aforesaid-it executed an instrument in writing under its corporate 
seal as alleged in paragraph XIII of the Fill of Complaint, or 
whetver it acted under authority of and agreenent with Jesse H. 
Lippincott, or whether the said Jesse H. Lippincott was at thet time 
sole licensee of the American Grafhophone Company (named as % com- 
plainant herein), this defendant has no information save by the 
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bill ard therefcre leaves complainants to make sue 2Pc0o* tuereof 
as they may te advised; but this defendant denies that by virtue 
of tre premises tre Mew England Phonorraph Company (one of the come 
pleinants herein) becane possessed of the exclusive licénse or any 
license under United States Letters-patent 341,214 and 341,288, 

and dmenies that the said ‘Acerican Graphophone Company ever con- 
sented to or approved of any allered exclusive Seeune of the com- 
Plainant te said New Pneland Phonograph Company, and this defendant 


iurther expressly denies that the complainant the New England Phone 


,ograph Company is now possessed of the exclusive license or any 


license under the said patents. 
, XIV. 

Tris defendant adrits that the suit brought by the complainant 
‘merican Craphopkone Company vs. complainant yew England Phonograph 
Company, as alleged in paragraph xIV of the Bi2zl, came on to be 
heard on the 2ill, Plea, Replication and proofs, and that an opinion 
was filed and decree entered nulls as appears in Schedule 
B, annexed to the Bill. But this defendant upon information and 
belief cenies that the opinion filed established the validity of 
the said alleged license; but upon information and belief avers 
that the truth in this regard is that the said suit against the said 
Lew England Phonograph Company was brought to restrain the use and 
sale of articles put out in infringement of the said patents (here 
in suit), while a similar suit was brought in the United States 
Circuit Court for the District of New Jersey against the Edison 
Phonograph Works which @as the manufacturer and supplier to the New 
England Phonograph Company of the goods handled by the latter, and 
that the said suit in “ew Jersey azainst the nad son Phonograph Works 
was tefminated by a consent decree in favor of the American Grepho- 
phone Company and that in accordance therewith the entire controversy 
(including the said suit against the lew Ungland Phonog raph Compiny ) 
was settled by the dismissal of the said suit against tne Jew Enyland 


Phonograph Compeny and of other suits pending in the same litigation. 
e 
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xv. 

Jeferdant upon information and belief denies the allegations 

contained z1 paragraph ZY of the 3ill of Complaint. | 
XVI. 

Defendant admits the allegations contained in paragraph XVI 
of the ©ill of Complaint. 

This defendant admits that it nas sola graphophones and supplies 
therefor extensively and continuously in the City of Providence in 
tre District afcresaid for vears last past, and that sucn 
fraphophones and supplies have been so sold by it without the sliznt- 
est attenpt at interference by the complainant tne Mew Encpland 
Pnonograph Company; that it purchased them from the Columbia Phon- 
Ocraph Company, Ceneral, the sales agent of the complainant, 
American Traphophone Company, alleged in the Bill to be the ower 
of the two patents nere sued on, and that it has dealt in and sola 
tne aforesaid graphophones and su.plies therefor witn the permission 
of tre said Columbia Phonograph Company, Ceneral, and tne said 
American Graphophone Company; but whether the said ‘articles are 
manufactured under and in accordarme with the patents sued on this 
defendant has no knowledge or information nt Pioiént to forma 
belief; and this defendant upon information and telief alleges that 
complainant, New England Phonograph Company, is not row and for many 
years past has not been engaged in the business of selling or leas- 


ing graphophones or supplies therefor, and that it has no place of 


‘business in the New England States and that it has aot carried on 


the business of leasing and sclling grapnopnones and supplies thnere- 
for, for more than eight (8) years past, and this defendant does not 
Know that said New tngland Phonograph Company ever ras done any 
‘business whatsoever; and ‘except as herein admitted, the defendant 
denies the allesations in paragraph XVII of tne saia =ill of 
Complaint. - 


XVIII. 


This defendant has no knowledge or information sufficient to 
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form a belief as to any of the ullegations in the saiu 18th eres 
craph of the Bil] of Complaint. 
‘ ; - 

This defendant ‘admits that the Areciean Crap>opnone Company, 
joines as a party complainant, is the exclusive owner of the entire 
equi table as well as legal title to said patents numbers 341,214 
and 341,288, and is entitled to all the entire use and benefits 
thereof; and except as herein admitted, the defcndant denies the 
allegations contained in paragraph XIX of the said Bill of Com- 
plaint. and upon infonsation and belief this defendant alleges. 
that the said Pill of Complaint is filed at.the sole expense of, 
and for the sole benefit of, Thomas A. Edison, Fdison Phonograph 
Gonpana, Edison Phonograph Worxs, iiational Phonograph Company, 
Yoward 7 Haves, willian S, Gilmore, and Frederick P. Ott, or of 
each or some or all of them, and is intended to injure the American 


Craphophone Company and defendant in their business dealings in 


‘Yrafmophones and supplies therefor throughout the New England States 


and elsewhere. 

And without waivins any of the matters and things hereinbefore 
averred and set up, but repeating and insisting upon the same, this 
defendant for és furtner defense, answering says: 

xXi. 

This defendant has been advised and believes and therefore 
avers, that wiatever license (if any) might have teen granted to 
said Linnincott - said American Graphopnone Company was personal. 
to said Lippincott; wit that'-in like mamer it avers that said 
Lippincott became Misolvent and died some time during 1893-4, wheree 
upon any alleged license granted to*nim ceased and determined and 
recame habbendaton and void and of no further effect in luw or in 
equity--- as was decided by JUDGE ACHESON in a suit entitled Amer- 
ican Crathophone Company vs. Edison Phonograph Yorks reported in 
68 Fed. Rep., p. 451. 

XXII. 
This defendant has tee:. advised and believes and therefore 
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avers taat whatever right, if any, migit have been granted to the 
New Ergland Phonograph Company vy Jesse H, Lippincott or by said 
forth Avecican Phonograph Company in so far as the same related or 
purperted to relate to the two patents here in suit, did, upon the 
insolvency and death of said Lippincott cease aud detemiine mia 
become inoperative and void ana of no further effect in law or in 


eauity. 


This defendant has bee: advised and helieves and therefore 
avers that on Jan. 1, 1894, said New England Pnormograph Company did 
(Gr an instrument in writing duly executed and delivered) agree to 
waive, relinyuisn am abandon its alleged rights and any rights 
watever under its alleged contracts with said vortn American 
Phonograph Company, until July 1, 1895; and as a matter of fact 
said ‘ew England Phonograph Company did endociiy medivin, cadena, 
relinguisn and abandon all its alleged rights, in tae premises, not 
only up te July 1, 1895, out continuously thereafter ana dow to the 
ortnent time and at no time has ever resumed or attempted or pre- 
tended to resume any alleged right (exclusive or otherwise) in the 
premises,--- unless it be by the filing of this and other similar 
vills filed at, or about the same time as the present Bill; .and 
even now tne said New England Phonograph Company has no place of 
tusiness and it has no business whatever within the said New England 


States, and-is not in a position to supply the demand for talking 


mnacrines and supplies or to carry out the provisions of said alleged 


contract set out in Schedule A. 


XXIII. 


"sis defendant is advised and believes and therefore avers tnat, 


for at least eight (&) years last vast, graphophones and craphophone: 


records and graphopnone supplies nave been sold and used throughout 
the New England States by the Columbia Phonograph Company, Ceneral, 
and numerous other dealers on behalf of the said Awerican Gra pho~ 

phone Company; and thet such use and sale has beer open, extensive, 


continuous, and notorious, and it has been without any protest or 
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osjection or the slirhtest attempt at interference on the part of 
the said Yew England vuonograph Company; and tat at the present 
time and for many years past there are and have been throughout the 
lew ¥neland States several hundred dealers engaged in the selling 
and using said g¢raphophone:s and erapaophone records and gruphoynone 
supplies, without the slichtest objection or protest on the part of 
the said few tneZand bhouoaeaph Company. 
muy. 

This defendant is advised and believes and therefore avers, 
that said ~ew Engpland Phonosraph Company and its officers knew full 
well of the facts alleged in tnis and the preceding paragraph. 

And this defendant furtner avers that the-use and sale and handling 
of said grapheophones and grapnophone recordd and graphoprone supplies 
throughout the rew England States for the past eight (8) years was 
s0 extensive, continuous, open, well-advertised and notorious that 
te said yew England Phonograph Company and its eetiaerh tad been 
fully advised in regard thereto for about ei:hnt (8) years prior to 
tne filing cf the Bill of Complaint herein; but that they recog= 
nized the richt of said American Graphopnone Company (though the 
said Columbia Phonograph Company, General, and its dealers) to sell 
and use and deal in graphophones, graphophone records and grapho- 
phone supplies throughout the New England States; and said lew 
England Phonograph Company and its officers made no protest or ob- 
jecticn tnereto, but fully acquiesced therein, 

KXY. 

Tis defendant is advised and believes and therefore avers that 
the infringements 5 iiedea of in the suit referred to in Schedule 
B of tre Bill, consisted of the use and sale’ by said New england 
Phonograph Company of phonographs, while the American Gra giop.ione 
Company (roth in its said Bill and elsewnere) asserted and exercised 
its own exclusive right to use and sell and cause to be used and sold 
throughout the New Bngland States (and the rest of the United States) 


its own products--- graphophones and graphophone records and 
w 
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no counter-claim and did not (bv cross bill or otherwise) seek to 
enjoin the American Graphophone Company from using: or selling or 
handling its own gramhophones put out in the Mew tnrland States; 
that there is a distinction between the graphopone and the ' 
phonograph, the same being different types of apparatus; that tne 
said decision by JUDGE CARPENTER did not establish tne validity of 
the allezed license in 80 far as tne latter related or might be 
supposed to relate to tne two grapnophone patents here sued on, and 
did not establish the exclusiveness of any license, but merely 
decided that the American Graphopnone Company was (in JUDGE CARPHII- 
TER'S opinion) estonped from enjoining the said New Ungland Phono- 
rrapa Company from dealing in phonog raphs ; and that the main suit 
brought at that time by the said American Cra miophone Simmons” be 
enforcé its said patents (herein sued on) was against the said 

' Pdison Pronograph Works as the manufacturer of the phonograpns con 
Plained of, and that the said suit against the Edison Phonograph 
Yorks having been terminated by a consent decree sustaining the 
validity of tne patents, tne litigation itself was terminated by — 
the dismissal of numerous other suits against the users of the same 
articles, among which was the said suit referred to in Schedule B 


of the Bill, 


All of which matters and things this defendant is ready and 
able to prove as tnis Honorable Court shall direct, and it humbly 


prays to be hence dismissed with its reasonable costs and charges 


in this behalf most wrongfully sustained. 


Dated April 2, 1903. 
THE DAWSON CO. 
Attest: 
Mabel S. Frink By James E. Dawson 


Secretary. 
President, 


Elisha KX, Camp. 
(Séal.) 
Elisha K. Camp 
Solicitor and of Counsel for Deferdant, 
P.O. and Office address llo. 277 Broadway 
Borough of Tanhattan, ye 
City of Mew Vork. 
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STATE OF RHODE ISLAND. 3 
City of wrovidence. : =n 

Jamon E, Dawson of Providence being duly svorn, savs that 
he is the President and an officer of The Dawson Company, the cor- 
poration defendant in the above entitled action, That the fore- 
eoing answer is true to the knowledge of this deponent, excevt ar 
to the matters therein stated to be alleged on information ana 
belfef. and that as to those matters he believes it to be true. 
.Trat tne réason why this verification is not made by the defendant 
is because the defendant is a corporation; and the grounds of 
deponents belief as to all matters in said answer, not stated upon 
his knowledre, are investications which deponent has caused to be 
rade céneerning the subject matter of this action, and information 
acquired ty deponent in the course of his duties as an officer of 
the corporation defendant in this action, 


James ©. Dawson, 


Sworn to before me, tnais Sra day of April, 1903. 


Walter D. Brownell, 
(Notarial seal.) n 
Z Notary Puodlic 
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UNITED STATES QF A'ERICA. 
DISTRICT OF BAODr ISLAND. 
rt, SILLIA 


P. CROSS, Clerk of the Circuit Court of 


tne Tnited States for the District of Rnode Island, do hereby 


certify that there is now 


in Fquity wrerein the New 


depending in said Court a certain cause 


England Phonozrapn Company and Anerican 


Craphophone Company are complainants, and The Dawson Company is 


defendant; that said cause in equity is numkered 2627 on the Fquity 


Docket of said court; that the following are true copies of certain 


papers on file in said court in the above entitled cause, viz: 


BILL OF COMPLAIT, 
Schedule A, 
Schedule 3, 
Plea, 
Replication, 


Opinion of the Court, 


Decree, 


COMPLAINADZ'S AFFIDAVIT OF -FREDEAICK C. FISHER (lo. 1). 
COPLALIANT'S AFPIDAVIT OF FREDERICK C. FISHER (No. 2). 


DEFENDANT'S ATFIDAVIT of PHILIP 2AURO. 
AFFIDAVIT of MERVIN F. LYLE. 


COLPLATNANT '§ APFIDAVIT Il] HRPLY of LEXTUFL E. EVATS (No. 1). 
AFFIDAVIT IN REPLY OF LE ULL ©. EVANS (No. 2). 


PRIEF for CO? PLAINANT. 


BRIGF for DEFENDANT. 


SUPPLE ENTAL BRIEF for COMPLAINANT. 


RESCRIPT of CIRCUIT COURT ( R.i.District). 


ORDtH DENYING PETITION FOR PRYLIIUARY INTGHcrviIon. 


‘AUSTER of THE DAWSOM COMPANY. 


prrA oe at ayn 
»! IN TESTDONY WikReOr, I have nereunto set 
v 
mi my hand, and the seal of said Circuit 
Court, at Providence, in said District 
of Rhode Island, this fourth day of 
* ; April, A.D. 1904. 
b r § 
" a 
ewww Wig flop. 


Clerk. 
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